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. NEWJAPANESE RULESFOR UNITY OF INVENTION

Introduction

The revised Art. 37 of the Japanese Patent law and the revised Rule (the ordinance of the Ministry of
Economy), which relate to the Unity of Invention, became effective as of January 1, 2004. They are very similar
to the Rules of PCT.

The Japan Patent Office ("JPO") has published a new standard ("SHINSA KIJUN") according to the revised
Art. 37 and the revised ordinance. They will be applied to al applications filed after January 1, 2004.
Accordingly, this paper will mainly talk about the"SHINSA KIJUN".

It should be noted that all trandationsin this paper are neither official nor authorized by JPO.

1.1. Revised Art. 37 of Japanese Patent Law and revised ordinance (Revised Rules)
1.1-1 Revised Art. 37 of Patent Law

Therevised Art. 37 says,

"Where there are two or more inventions, the inventions may be the subject of a patent application in the same
request provided that they fall under a group of inventions that fulfill the requirements of the unity of invention by
involving one or more technical relationships specified in the ordinance of the Ministry of Economy."”

1.1-2 Revised ordinance (Rule 25-8) Ordinance of the Ministry of Economy

Thenew Rule 25-8 says;

"1. Thetechnica relationships specified in an ordinance of the Ministry of Economy referred to in Art. 37 of the
Patent Law are the relationships such that two or more inventions are so linked as to form a single general inventive
concept by involving the same or corresponding special technical feature(s).

2. The special technical features referred to in the preceding section are technical features that define a
contribution that (each of the) inventions make over the prior article.

3. Whether or not there are relationships which referred to in section 1 of Rule 25-8 is determined regardless of
whether two or moreinventions are claimed in separate claims or are claimed in one claim aternatively."

Itisapparent that revised Art. 37 and the new Rule 25-8 are similar to PCT Rule 13.

1.1-3 Purpose of revised art.37 and Rule 25-8

The purpose of revised Art. 37 and new Rule 25-8 isin response to expediential needs from applicants, third
parties and JPO, that inventions having very close relationships to one another should be allowed to be claimed in
one application.

1.1-4 Explanation of Rule 25-8

Rule 25-8 first section defines the “technical relationship”. The technical relationship is one such that two
or more inventions are so0 linked as to form “a single general inventive concept”. The single genera inventive
concept in the new Rule 25-8 corresponds to “a single general concept” as defined in PCT Rule 13.  This section
also says that the question on whether or not two or more inventions are so linked as to form “a single generd
inventive concept” shall be determined on the basis of whether or not these inventions involve "the same or
corresponding specia technical features'.

Second section of Rule 25-8 states that “the special technical features’ shall mean the technical features that
define a contribution that the invention(s) make(s) over the prior art. This means that when a technical feature
provides “the contribution that the invention makes over the prior art”, the technical feature becomes "special”.
Here, the technical features are grasped on the basis of elements that technically define the inventions among the
elements that the applicant recites as ones that the applicants believes are necessary to define theinventions. “The
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contribution that the invention(s) make(s) over the prior arts’ means “technical sense or valug’ provided by the
invention(s) with respect to the prior art.

Third section of Rule 25-8 makes it clear that the question of the unity of invention is determined regardiess
of whether two or more inventions are claimed in separate claims or are clamed in one claim using an "aternative'
word.

1.2. Basic concept on determination regar ding the Unity of I nvention
1.2-1 What to be examined with regard to the Unity of Invention
As mentioned above, whether or not the requirements of the unity of invention are fulfilled is determined on
the basis of the relationship among the inventions claimed in the clam(s). Usually, it is determined on the basis of
the relationship between the claimed inventions.  In the case where two or more elements that technically define
the inventions in one claim arerecited as dternative e ements as a matter of form, or substantialy, the relationship
among the inventions having one of those alternative € ements are examined to determine if these inventions fulfill
the requirements of the unity of invention.
1.2-2 How to determineif the Unity of Invention isfulfilled
Again, whether or not requirements of the unity of invention are fulfilled is determined based on the question
of whether or not two or more inventions involve the same or corresponding special technical features. That is, it
is determined whether or not the special technical feature of one claim is the same as or corresponding to each of
the special technical features of all of the other claims.
<Example 1>
Clam1: Element A and Element B1
Clam2: Element A and Element B2
Clam3: Element A and Element B3
Prior art:  Element A
In Example 1, above, whether or not the requirements are fulfilled is determined on the basis of the
relationship between element B1 and element B2 as well as the relationship between eement B1 and B3.  In this
case, if element B2 is the special technical feature that is corresponding to the special technica feature that is
element B1, and if element B3 is the special technical feature that is corresponding to the special technica feature
that is element B1, the requirements of the unity of invention are fulfilled, because the same or corresponding
special technical featureisinvolved in all clams.
The question of whether or not two features are the same or corresponding special technical features are
determined substantially and are not determined based on the literal expression in the claims.
More specifically, the next steps are taken when determining;
Stepl: Each of the specia technical features in each of the inventions is grasped on the basis of the specification,
claims and drawings (hereinafter called " Specification etc.") as well as common technical knowledge existed when
the application was filed.
Step2:  Whether or not these special technical features are the same or corresponding is determined.
Step3: It is determined that the requirements of the unity of invention is not fulfilled when there is no same or
corresponding specia technical feature common to al claims.
Note that even when it was once determined that the requirements were fulfilled by taking the above steps,
the requirements become unsatisfied when it turns out that the special technica feature(s) once determined is not a
contribution that the inventions make over the prior art.  This case may be found when the special technica feature
once determined is disclosed in the prior art uncovered later. In such a case, as long as the examiner believes that
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the claims should be examined together for the efficient examination, therejection under Art. 37 may not be made.

1.3 Examples
JPO shows many examples, each of which fulfills the requirements of the unity of invention.
1.3-1 Basic examples
1.3-1-1 Inventionsinvolving one or mor e of the same special technical features
The requirements of the unity of invention are fulfilled when two or more inventions involve one or more of
the same special technical features.
<Example 2>
Clam 1. Polymer A (A novel transparent film that prevents Oxygen from passing through.).
Claim 2: A packaging container for food made of the Polymer A.
In this case, the polymer A provides a contribution over the prior art, and thus, both Clam 1 and Clam 2
involve the same special technica feature.
<Example 3>
Clam1: A method for illuminating an object by partially shielding light from alight source.
Clam 2: An apparatus having a light source and a member which partially shields light from the light
source.
In this case, the point of partialy shielding light provides a contribution over the prior art, and thus, both Claim
1 and Claim 2 involve the same special technical feature.

1.3-1-2 Inventionsinvolving one or mor e of the corresponding special technical features

The requirements of the unity of invention are fulfilled when two or more inventions involve one or more of
the corresponding special technical features. It is determined that two or more inventions involve one or more
of the corresponding special technical features, (1) if the technical sense (or value) is common to two or more
inventions or the senseisvery closely related to each other over the prior art (see Example 4) or
(2) If the special technica feature of one claim is complementarily relating to the special technical feature of the
other claim (see Example 5).
<Example 4>

Clam 1: Ceramics formed of slicon nitride comprising: titanium carbide as an additive so that the
ceramics has electrical conductivity.

Clam 2: Ceramics formed of silicon nitride comprising: titanium nitride as an additive so that the
ceramics has electrical conductivity.

In this case, the special technical featuresin Claiml and Clam?2 are, invention as a whole, titanium car bide
and titanium nitride, respectively. The titanium carbide and the titanium nitride provide the silicon nitride
ceramicswith the electrical conductivity. Inthisregard, the technical sense over the prior art in these inventions
are common, and therefore, the requirements of the unity of invention arefulfilled.
<Example 5>

Clam 1. A transmitter comprising a time elongation device which transmits video signals while elongating a
time scale of the sgnal.

Claim 2: A receiver comprising atime compression device which receives video signals while compressing a
time scale of thereceived signals.

In this case, the specia technical features in Claim 1 and Claim 2 are "having a time elongation device' and
"having atime compression device", respectively.  They are complementarily relating to each other, and therefore,
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the requirements of the unity of invention are fulfilled.

If thereis Claim 3 below, the requirements of the unity of invention is still fulfilled, because Claim 3 includes
both the time elongation device which is the special technical feature in Claiml1 and the time compression device
which isthe specia technical featurein Claim 2.

Claim 3:  An apparatus comprising:

atransmitter having a time elongation device which transmits video signals while elongating a time
scale of the signal.

areceiver having a time compression device which receives the video signals while compressing a
time scale of the Sgnals.
1.3-2 Special relationship among Inventions
1.3-2-1 A product and a process for manufacturing the product, etc.

The requirements of the unity of invention are fulfilled when a process (herein after called "manufacturing
process') for manufacturing a product is suitable for manufacturing the product. Also, when a machine, an
instrument, equipment or the other thing (herein after called "manufacturing device") for manufacturing a product is
suitable for manufacturing the product, the requirements are fulfilled. Here, "the other thing" includes dl things
that acts on the material or the work product for causing a certain change to obtain the manufactured product, such
as acatalyst and bacteria, and not limited to a machine, an instrument, or equi pment.

The manufacturing process or the manufacturing device is "suitable" for manufacturing the product, for
example, when a change from the raw material to the special technical feature of the product isinevitably obtained.
In this example, the special technical feature may be the product itself.

The contribution, for the prior art, provided by the special technical feature of the "manufacturing process' or
the "manufacturing device" is to provide the product with its special technical feature, and therefore, the
contributions for the prior art provided by each of the special technical features are closely related to each other.
Thus, these inventions (i.e., "the manufacturing process' and "the product”, or "the manufacturing device" and "the
product") involve the same or corresponding special technical features.

It should be noted that even when a product other than "the product" is aso manufactured by "the
manufacturing process' or by "the manufacturing device', as long as they are suitable for manufacturing "the
product", the requirements of the unity of invention are fulfilled.
<Example 6>

Clam1: A post for construction having a bulb-like portion at its lower portion.

Claim 2: A process for making a bulb-like portion of a post comprising the steps of:

making a cavity in the ground by powder explosion, and
pouring concrete material into the cavity.

In this case, the special technica featurein Claim 2, i.e., the steps of making a cavity in the ground by powder
explosion, and pouring concrete material into the cavity, inevitably provides the post with the special technical
featurein Claim 1, i.e, the bulb-like portion.  Accordingly, the processin Claim 2 is "suitabl€" for manufacturing
the post in Claim 1.
<Example 7>

Clam1: A clutch disc having a specific structure.

Claim 2: A process for manufacturing a clutch disc having a specific structure.

This is rather smple. In this case, the process in Claim 2 inevitably provides the clutch with the specific
structure which is the special technical feature in Claim 1, and therefore, the process in Claim 2 is "suitable" for
manufacturing the clutch in Claim 1.
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<Example 8>

Claim 1:  An eyeglass frame made of titanium aloy X.

Claim 2:  An eyeglass frame made of titanium alloy X coated with nitride Y.

Claim 3: A process for manufacturing an eyeglass frame by integra forming using titanium aloy X.

Claim 4: A process for manufacturing an eyeglass frame by depositing nitride Y after integrally forming the
frame using titanium alloy X.

In this case, the special technical feature in Claims 1 and 2 are the eyeglass frame made of titanium alloy X.
Each of the processes in Claims 3 and 4 inevitably provides the eyeglass frame made of titanium alloy X, and thus,
suitable for manufacturing the eyeglass framein Claims 1 and 2.
1.3-2-2 A product and a method for using the product, or, a product and a thing solely utilizing the special
propertiesof the product.

The requirements of the unity of invention are fulfilled if a method for using a product is suitable for using
the product.

The method for using a product is suitable for using the product, for example, when the specia technica
feature of the method utilizes the special property or special function of the product which is the special technica
feature of the product.

The contribution, for the prior art, provided by the special technical feature of "the method for using a
product" is to utilize the special technical feature of the product, and therefore, the contribution for the prior art
provided by each of the special technical features are closely related to each other. Thus, these inventions (i.e.,
"the method for a product” and "the product") involve the same or corresponding special technical features.

Also, the requirements of the unity of invention are fulfilled if the special technical feature of "the thing
soldy utilizing the specia properties of a product” utilizes the special technical feature of the product.

The contribution, for the prior art, provided by the thing solely utilizing the special properties of a product is
to solely utilize the specia technical feature of the product which is the special properties of the product, and
therefore, contributions for the prior art provided by each of the special technical features are closdy related to each
other. Thus, these inventions (i.e., "the thing solely utilizing the special properties of a product” and "the
product") involve the same or corresponding special technical features.
<Example 9>

Clam 1. A substance X.

Clam 2: A method for killing bugs using a substance X.

In this case, the method in Claims 2 is suitable for using substance X in Claim 1, because the method in Claim 2
utilizes the special property of substance X (the property of killing bugs).
<Example 10>

Clam 1. A substance X.

Claim 2: A herbicide made of a substance X.

In this case, the herbicide made of substance X which is the special technicd feature in Claim 2 solely utilizes
the specia property of substance X (the herbicidal action) in Claim 1. It should be noted that the specia technical
feature can be the substance X itself. In this case, Claims 1 and 2 involve the same or corresponding special
technical feature (see 4-1-1 above.).
<Example 11>

Clam1: A chemica compound X.

(The chemical compound X is useful as an intermediate to obtain chemical compound Y.)
Clam 2. A process for making chemica compound Y by having a chemical compound X react with a

Section 1
8/51



chemical compound Z.

Claim 3: A process for manufacturing chemical compound X.

In this case, the process in Claim 2 utilizes the specia property of the chemica compound X (the property that
the chemical compound X becomes the chemical compound Y by reacting with the compound Z). Therefore, the
process in Claim 2 is suitable for using the chemica compound X in Claim 1. The process in Claim 3 is suitable
for manufacturing the chemical compound X in Clam 1. Accordingly, Claims 1, 2 and 3 fulfill the requirements
of the unity of invention.
<Example 12>

Clam 1: A burner Z having a fuel nozzle which extends in a direction tangentia to a combustion chamber of
the burner Z.

Claim 2: A process for making a carbon black comprising a step of introducing fuel in a direction tangential to
a combustion chamber of a burner Z.

Claim 3: A process for manufacturing a burner Z comprising a step of forming a fuel nozzle which extendsin
adirection tangential to a combustion chamber of the burner.

In this case, the process for making a carbon black in Claim 2 utilizes the specia function of the fuel nozzle
which extendsin the direction tangentia to the combustion chamber of the burner Z, which is the special technical
feature, in Claiml, and therefore, the processin Claim 2 is suitable for using the burner Zin Claim 1. The process
for manufacturing a burner Z in Claim 3 inevitably provides the burner Z with the fuel nozzle which extendsin the
direction tangentia to the combustion chamber of the burner Z, which is the special technical feature, in Claimi,
and therefore, the processin Claim 3 is suitable for manufacturing the burner Z in Claim 1. Accordingly, Claims 1,
2 and 3 fulfill the requirements of the unity of invention.
1.3-2-3 A product and a method for handling the product, or, a product and a thing for handling the
product (hereinafter called " a handling method or a handling thing")

The requirements of the unity of invention are fulfilled if "a handling method or a handling thing" is suitable
for the product.

The handling method or the handling thing is suitable for the product, for example, when the special technica
feature of the handling method or the handling thing inevitably maintains or exerts the function of the product by
acting on, from outside, the specia technical feature of the product without substantially changing the product.

The contribution, for the prior art, provided by the handling method or the handling thing is to inevitably
maintain or exert the function of the product, and therefore, contributions for the prior art provided by each of the
special technical features are closdly related each other.  Thus, these inventions (i.e., " the handling method or the
handling thing" and "the product") involve the same or corresponding special technical features.

It should be noted that even when "the handling method or the handling thing" can be applicable to handle a
product other than "the product”, as long as they are suitable for handling "the product”, the requirements of the
unity of invention are fulfilled.
<Example 13>

Clam 1: A prefabricated house having a specific structure.

Clam 2: A method for storing a prefabricated house having a specific structure.

In this case, the method in Claims 2 is suitable for handling the prefabricated house in Claim 1, because the
method in Claim 2 inevitably exerts the function to improving the easiness of store of the house provided by the
special structure in Claim 1 by acting on from outside the specific structure.  Therefore, the method in Clam 2 is
suitable for handling the prefabricated house in Claim 1.
<Example 14>
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Clam1: A substanceZ.

(The substance Z isvery ungtable and degrades easily, although it has a special property.)

Clam 2: A method for storing a substance Z under specific pressure and at specific temperature.

In this case, the method in Claims 2 is suitable for handling the substance Z in Claim 1, because the method in
Claim 2 inevitably maintains the special property of the substance Z.
1.4-2-4 A method and athing directly used for implementing the method

The requirements of the unity of invention are fulfilled if "a machine, an instrument, equipment or another
thing directly used for implementing a method (herein after called "equipment used for the implementation")" is
suitable for direct use to implement the method.

The equipment used for the implementation is suitable for direct use to implement the method when, for
example, the special technica feature of the equipment used for the implementation is directly used to implement
the special technical feature of the method. These inventions involve the same or corresponding special technical
features.

It should be noted that even if "the equipment used for the implementation” can be directly used to implement
another method, aslong asit is suitable for direct use to implement "the method", the requirements of the unity of
invention are fulfilled.

It should also be noted that "the equipment used for the implementation” include all things, such asa catayst,
bacteria, law material, and a work product, that are directly used for the implementation of the method, and is not
limited to machines, instruments, and equipment.
<Example 15>

Clam 1: A method for making concrete product comprising steps of:

mixing fine ice with concrete including aggregate; and
pouring the concrete into a mold.
Claim 2:  An gpparatus comprising:
means for smashing ice; and
means for mixing the smashed ice with concrete including aggregate
together.

In this case, the apparatus in Claim 2 is directly used to implement the method of mixing the ice with concrete
including aggregate together, the special technical feature of Claim 1. Therefore, the apparatus in Clam 2 is
suitable for direct use to implement the method in Claim 1.
<Example 16>

Clam 1. A method for measuring water depth comprising specific steps.

Claim 2. An apparatus for measuring distance having specific structure.

(The apparatus implements the specific steps.)
In this case, the apparatus in Claims 2 is suitable for direct use to implement the method in Claim 1, although
the apparatus can be used to implement a method other than onein Claim 1.
<Example 17>
Clam 1. A method for making afinal product Z by oxidizing intermediate A.
Clam 2: A method for making afinal product Z comprising steps of:
forming intermediate A by having chemical compound X react with
chemical compound Y; and
forming the fina product Z by oxidizing intermediate A.

Clam 3. Intermediate A.
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In this case, the special technical feature in Claims 1 and 2 is the step of forming the final product Z by
oxidizing intermediate A.

Theintermediate A in Claim 3 isdirectly used to carry out the step, the special technical feature of Claims 1 and
2, and thusissuitable for direct use to implement methods of Claim 1 and 2.

1.3-3 Markush claims
When a clam is a Markush type claim, the unity of invention is determined depend on whether or not the
there isthe same or the corresponding special technical feature between the aternatives.

1.3-4 Intermediatesand Final Products
An intermediate and afinal Product fulfill the requirements of the unity of invention when the following both
terms (a) and (b) are satisfied.
(a) They have nove constitutions (structures) that are the same or technically closely related. That is;
(i) Thereisacommon basic feature in a chemical structure between the intermediate and the final product; or
(i) The chemicd structures of the intermediate and the fina product are technically closely related each
other.
(b) Thereisatechnica and mutua relationship. That is, the final product is formed through the intermediate
or thefinal product isformed through a small number of intermediates that are not found in the prior art and include
the same main structural e ement common to the intermediate and the final product.

1.4, Examining Procedure
(1) The unity of the invention is determined on the basis of relationships between the first invention claimed
(usually Claim 1) and the other claims. The claims that fulfill the requirements of the unity of invention are
examined with respect to requirements other than the unity of invention. If the requirements of the unity of
invention are not fulfilled in a single claim, then the examination with respect to requirements other than the unity
of invention is performed on the inventions that fulfill the requirements of the unity of invention with respect to the
first dternative. Therefore, the first claim (thefirst claimed invention) isvery important in claim drafting.
<Example 18>

Clam1: Anautomatic door having a specific structure characterized in that the door comprises a sensor A.

Claim 2:  An automatic door according to Claim 1, wherein the sensor A isalight sensor.

Claim 3:  An automatic door according to Claim 2, wherein the light sensor isan infrared light sensor.

In this case, if the sensor A isa special technical feature, then, all claims fulfill the requirements of the unity of
invention, since they include the specia technical feature (the sensor A).

(2) Geneally, an independent claim involves a special technical feature included in a dependent clam.
Accordingly, usualy, the unity of the invention is determined among independent claims. However, for instance,
attention will be paid to a dependent claim which depends from claims that fall under different categories, because
it may not fulfill the requirements of the unity of the invention.

(3) When each of claimsincludes al elements recited in one different clam (regardless of whether or not each
claim is written in a dependent form or in a independent form), it is often more efficient to conducted a prior art
search and an examination at the same time on these clams without determining whether or not they fulfill the
requirements of the unity of invention. See Example 20.
<Example 19>

Clam1: Anautomatic door having a specific structure characterized in that the door comprises a sensor A.
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Claim 2:  An automatic door according to Claim 1, wherein the sensor A isalight sensor.

Claim 3:  An automatic door according to Claim 2, the sensor A isan infrared ray sensor.
(4) Inan example 21 below, let us assume that the sensor Z was determined as a special technical feature at first
and later turned out that the sensor Z was not a special technical feature since it was disclosed in the prior art.
<Example 20>

Clam 1: Anautomatic door having a specific structure characterized in that the door comprises a sensor Z.

Claim 2:  An automatic door according to Claim 1, wherein the sensor Z isalight sensor.

Claim 3: Anautomatic door according to Claim 1, the door comprises an ingallation means for ingdling the
sensor Z.

In this case, the requirements of the unity of invention becomes not fulfilled, however, these claims are

examined together, because it is more efficient to be examined together than to examine them separately.
(5) If therequirements of the unity of invention (Art. 37) are not fulfilled during the examination, the rgjection is
given. However, a patent can not be invalidated for the reason that the requirements of the unity of invention (Art.
37) are not fulfilled. In this regard, when an examiner thinks the requirements of the unity of invention are not
fulfilled but can use the same search result, he or she continues to examine claims together without giving the
rejection under Art. 37.
(6) When the rgection under Art.37 is given in the natification of the rgection, the concrete reason will be
accompani ed.

1.5 Conclusion

From above, when you draft claims, you have to determine what the specid technical featureisin each of the
claims It does not have to be new but must provide a contribution that the invention makes over the prior art.
Then, you draft claim 1 (first claim) which include the special technical feature so determined, and draft the other
claims with thinking if each of the claims corresponds to one of the above examples to fulfill the requirements of
the unity of invention. Also, you should keep in mind that the first invention (first claim) and other claims that
fulfill the requirement of the unity of invention with respect to the first invention are examined for the other
requirement such as novelty and obviousness when it is determined that the application does not fulfill the
requirement of the unity of invention.
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II. DESCRIPTION REQUIREMENTS OF THE DETAILED DESCRIPTION OF THE
INVENTION

2.1. Patent Law Art. 36(4)
Patent Law Art. 36(4)

The detailed description of the invention under the preceding section 4 of Art. 36 of Patent Law, shall
state the invention, as provided for in an ordinance of the Ministry of Economy, Trade and Industry, in a manner
sufficiently clear and complete for the invention to be carried out by a person having ordinary skill in the art to
which theinvention pertains.

Regulations under the Rule 24bis (Ministerial Ordinance)

Statements of the detailed description of the invention which areto bein accordance with an ordinance of
the Ministry of Economy, Trade and Industry under Art. 36(4) Patent Law shall state the problem to be solved by
the invention and its solution, or other matters necessary for a person having ordinary skill in the art to understand
the technical significance of the invention.

2.2. Enablement Requirement

(1) This provision of Art. 36 section 4 of Patent Law means that the detailed description of the invention shall be
described in such a manner that a person who has ability to use ordinary technical means for research and
development (including comprehension of document, experimentation, analysis and manufacture) and to exercise
ordinary creativity in the art (a person skilled in the art) to which the invention pertains can carry out the claimed
invention on the basis of matters described in the specification (excluding claims) and drawings taking into
consideration the common general knowledge as of the filing (hereinafter referred to “ enablement requirement”).

(2) Therefore, if “aperson skilled in the art” who is supposed to have ordinary skill cannot understand how to carry
out the invention on the basis of teachings in the specification (excluding claims) and drawings taking into
consideration the common general knowledge as of the filing, then, such a description of the invention should be
deemed insufficient for enabling such a person to carry out the invention. For example, if alarge amount of trids
and errors or complicated experimentation are needed to find a way to carry out the invention beyond the
reasonable extent that can be expected from a person skilled in the art, such a description should not be deemed
sufficient.

(3) “To be carried out” in Art. 36(4) is interpreted as meaning that “the claimed invention can be carried out.”
Therefore, the detailed description of the invention must be described in such a manner sufficiently clear and
complete for a person skilled in the art to carry out the claimed invention i.e,, “an invention identified based on the
claim statements according to the handling shown in 1.5.1 of Chapter 2.”

However, it is not a violation of Art. 36(4) that inventions, which are not claimed, are not described
sufficiently to meet the enablement requirement, or those extra matters, which are unnecessary for carrying out the
claimed invention, are described. Where the descriptions supporting two or more claimed inventions would overlap,
such overlapped descriptions may be omitted, provided that their relation to the claimsremains clear.

(4) “To be carried out” in the provision implies being able to make and use the product in the case of an invention
of a product, being able to use the process in the case of an invention of a process and being able to make a product
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by the process in the case of an invention of a process for manufacturing a product.

2.2.1 Practicesin Enablement Requirement
(1) Mode for carrying out the invention

It is necessary to describe in the detailed description of the invention at least one mode that an applicant
considers to be the best among the “modes for carrying out the invention” showing how to carry out the claimed
invention in compliance with the requirementsin Art. 36(4).

(Note) The “mode for carrying out the invention” referred to in this Guiddine is the same as prescribed
in the Regulation 5.1-(@)( ) under PCT (Patent Cooperation Treaty). Hereinafter it is referred to as the “mode for
carrying out.”

(2) “Modefor carrying out theinvention” in the case of an invention of a product

For an invention of a product, the definition of carrying out the invention is to make and use the product
as mentioned above. Therefore, a“mode for carrying out the invention” for an invention of a product also needs to
be described so as to enable a person skilled in the art to make and use the product.

“Invention of a product” isclearly explained

If an invention of a product can be recognized by a person skilled in the art based on the claim statements
(i.e., the claimed invention can be identified) and can be understood from the description in the detailed description
of the invention.
In the case of an invention of a chemical compound, for in stance, the invention should be deemed as clearly
explained if the chemical compound is expressed either by name or by chemical structura formula.

A matter defining an invention of a product stated in a claim and a corresponding description in the
detailed description of the invention should be consistent with each other in such a manner that the claimed
invention can be understood as a whole from the detailed description of the invention.

“Can be made”

For an invention of a product, the description shall be stated so asto enable a person skilled in the art to
make the product. For that purpose, the manufacturing method must be concretely described, except the case where
a person skilled in the art can manufacture the product based on the description in the specification and the
drawings, and the common genera technical knowledge as of thefiling.

Where a clam includes statements defining a product by its function or characteristics, etc. and where
such function or characterigtics, etc. are neither standard nor commonly used by a person skilled in the art, the
detailed description of the invention shall state the definition of such function or characteristics, etc. or the method
for testing or measuring such function or characteristics, etc. in order for the claimed invention to satisfy the
enablement requirement for the claimed invention.

In the technical field where it is difficult to predict the structure, etc. of a product from the function or
characteristic, etc. of the product (e.g. chemical substances), unless a person skilled in the art cannot understand
how to make another product defined by its function or characteristic, etc. other than products of which
manufacturing method is concretely described in the detailed description of the invention (or those which can be
made from these products taking into consideration the common general knowledge), the description of the detailed
description of the invention is violating the enablement requirement (For example, where a large amount of trials
and errors or complicated experimentation are needed to find a way to carry out the invention beyond the
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reasonable extent that can be expected from a person skilled in the art.)

Example violating the enablement requirement: R-acceptor activating compounds obtained by a specific
screening method.

There are no descriptions as to chemical structures or manufacturing methods of R-receptor compounds
other than the newly obtained X, Y, and Z disclosed as working examples, and there is no other clue to infer the
chemical structure, etc. Also, it isrequired to describe how each matter defining the invention of the product works
(role of each matter) (namely, “operation” of each matter) if a person skilled in the art needs it for manufacturing
the product of an invention.

On the other hand, when a person skilled in the art can manufacture the product from the statements on
the structure shown as a working example or from the common genera knowledge as of the filing, it does not
constitute violation of the enablement requirement even though there is no statement as to manufacturing method
thereof.

“Can be used”

For an invention of a product, the description shall be stated in the detailed description of the invention
so as to enable a person skilled in the art to use the product (Note). To meet this, the way of using the product shall
be concretely described except where the product could be used by a person skilled in the art without such explicit
description when taking into account the overall descriptions of the specification (excluding claims), drawings and
the common general knowledge as of thefiling.

For example, in the case of the invention of a chemical compound, it is necessary to describe more than
one specific use with technical sgnificancein order to show that the chemical compound concerned can be used.

Also, it isrequired to describe how each matter defining the invention of the product works (role of each
matter) (namely, “operation” of each matter) if a person skilled in the art needs it for using the product of an
invention.

On the other hand, the usage of the product need not be explicitly described in the detailed description of
the invention where a person skilled in the art can use it by taking into account, for example, descriptions for the
structure of the invention disclosed as a working example or the common general knowledge as of thefiling.

(Note) Examination Guidelines treats the industrially inapplicable inventions under the first sentence of
Art. 29(1) in a different fashion from those violating the enablement requirement of Art. 36(4). The former is
relatively restricted. Such an invention as a method for treatment of human body isin the list of exhaustive nature,
and those inventions out of the limited list are treated asindustrialy applicable.

(3) “Modefor carrying out theinvention” in the case of an invention of a process

For an invention of a process, the definition of carrying out the invention isto use the

process as mentioned above. Therefore, a“mode for carrying out theinvention” for an

invention of a process also needs to be described so asto enable a person skilled in the art to use the process.

“Invention of a process’ is clearly explained
If an invention of a process can be recognized by a person skilled in the art based on the claim statements
(i.e.,, aclaimed invention can beidentified) and can be understood from the description in the detail ed description of
the invention, theinvention is deemed as being clearly explained.

“Process can be used “
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There are various types of process inventions other than those for manufacturing a product (so-called
“pure process’) such as a process of using a product, a process for measuring or process for controlling, etc. For
any type of process inventions, the description of the invention shall be stated so asto enable a person skilled in the
art to use the process by taking into account the overall descriptions of the specification (excluding claims),
drawings and the common general knowledge as of thefiling.

(4) “Modefor carrying out the invention” in the case of an invention of a process for
manufacturing a product

Where an invention of a process is directed to “a process for manufacturing a product,” the definition of
“the process can be used” means that the product can be manufactured by the process. Therefore, a “mode for
carrying out the invention” for an invention of a process for manufacturing a product also needs to be described so
as to enable a person skilled in the art to manufacture the product.

“Invention of a process for manufacturing a product” is clearly explained
If an invention of a process for manufacturing a product can be recognized by a person skilled in the art
based on the clam statements (i.e, a claimed invention can be identified) and can be understood from the
description in the detail ed description of the invention, the invention is deemed as clearly explained.

" Product can be manufactured by the process’

For an invention of a process for manufacturing a product, various types exist including a process for
producing goods, a process for assembling a product, a method for processing a material, etc. Any of these consists
of such three factors as i) materids, ii) process steps and iii) fina products. For an invention of a process for
manufacturing a product, the description shall be stated so asto enable a person skilled in the art to manufacture the
product by using the process. Thus, these three factors shall in principle be described in such amanner that a person
skilled in the art can manufacture the product when taking into account the overall descriptions of the specification
(excluding claims), drawings and the common general knowledge as of thefiling.

Of these three factors, however, the final products may be understood from descriptions of materials and
process steps. (For instance, a process for assembling a simple device where structures of parts are not subject to
any change during the process steps.) In such a case, descriptions on thefinal products may be omitted.

(5) How specifically the detail ed description of the invention must be described?

When embodiments or working examples are necessary in order to explain the invention in such a way
that a person skilled in the art can carry out the invention, “the mode for carrying out the invention" should be
described in terms of embodiments or working examples. The explanation should be done by citing drawings, if any.
Embodiments or working examples specifically show the mode for carrying out the invention. (Regarding an
invention of a product, for ingance, those, which specifically show how to makeit, what structure it has, how to use
it, etc.)

In cases where it is possible to explain the invention so asto enable a person skilled in the art to carry out
the invention, neither embodiments nor working examples are necessary.

Where an invention of a product is not defined by such specific means as its structure but defined by its
function, character, etc., a specific means which is capable of performing the function or character shall be
explicitly described in the detailed description of the invention, except where it could be understood by a person
skilled in the art without such explicit descriptions taking into account the overall descriptions of the specification
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(excluding claims), drawings and the common general knowledge as of the filing.

In the case of inventions in technical fields where it is generally difficult to infer how to make and use a
product on the basis of its structure (e.g., chemical substances), normally one or more representative embodi ments
or working examples are necessary which enable a person skilled in the art to carry out the invention. Also, in the
case of use inventions (e.g., medicine) using the character of a product etc., the working examples supporting the
use are usudly required.

(6) Relation between statements in the claim and description in the detailed description of the invention

As mentioned in (1) above, at least one mode for carrying out the invention needs to be described in terms of
“claimed invention.” For not all embodiments nor all alternatives within the extent of the claimed invention, the
mode for carrying out the invention needs to be described.

However, when the examiner can show well-founded reasons that a person skilled in the art would be
unabl e to extend the particular mode for carrying out the invention in the detailed description of the invention to the
whole of the field within the extent of the claimed invention, the examiner should determine that the claimed
invention is not described in such a manner sufficiently clear and complete to be carried out by a person skilled in
the art.

For example, if a claim is directed to a generic concept with only a mode for carrying out a more specific
concept being described in the detailed description of the invention, and if there is a concrete reason that the
description of the mode for carrying out the specific concept does not make another specific concept (*) covered by
the claimed generic concept to be carried out by a person skilled in the art even taking into consideration the
common general knowledge as of the filing, then, such descriptions of the particular mode should not be deemed
sufficiently clear and complete for the claimed invention to be carried out by a person skilled in the art.

(*): “Another specific concept” must be one that a person skilled in the art can recognize as of the filing. The same
will apply hereinafter in 3.2.1t0 3.2.3.

If aclaim is defined in an alternative way by Markush-type formula with only a mode for carrying out a part of
the claimed alternatives being described in the detail ed description of theinvention, and if thereis a concrete reason
that the descriptions of the mode for carrying out the part of alternatives does not maketherest of the alternativesto
be carried out by a person skilled in the art even taking into consideration the common genera knowledge as of the
filing, then, such descriptions of the particular mode should not be deemed sufficiently clear and complete for the
claimed invention to be carried out by a person skilled in the art.

If clam statements defining the product by aresult to be achieved, it should be noted that such a claim may be
so broad that a person skilled in the art would be unable to extend the particular mode for carrying out the invention
in the detailed description of the invention to the whole of the field within the extent of the claimed invention.

2.2.2 Types of Violation of Enablement Requirement

2.2.2.1 Improper Description of Modes for Carrying Out the Invention

(1) A person skilled in the art cannot carry out the claimed invention because a technical means corresponding to a
matter defining the claimed invention is described in a merely functiona or abstract way in the mode for carrying
out the invention and in such a manner that it is unclear and incomprehensible how the technical means should be
embodied into a material, apparatus or process, even taking into consideration the common general knowledge as of
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the filing.

(2) A person skilled in the art cannot carry out the claimed invention because the relation between each technical
means corresponding to a matter defining the claimed invention is unclear and incomprehensible in the mode for
carrying out the invention, even taking into consideration the common genera knowledge as of the filing.

(3) A peson skilled in the art cannot carry out the invention because specific numerical values such as
manufacturing conditions are neither described in the mode for carrying out the invention nor can be understood by
a person skilled in the art when taking into consideration the common general knowledge as of thefiling.

2.2.2.2 Part of Claim Not Supported by the Mode for Carrying Out the I nvention

(1) A claim is directed to a generic concept with only a more specific concept of the generic concept being
described enablingly in the detailed description of the invention, and there is a concrete reason that the description
of the mode for carrying out the specific concept does not make another specific concept covered by the claim to be
carried out by a person skilled in the art, even taking into consideration the common genera knowledge as of the
filing. (Note that methods of experimentation and analysis may be among the common general knowledge as of the
filing.)

Example: A claim isdirected to a process for manufacturing a molded plastics consisting of the first step to form the
plastics and the second step to correct strain of the formed plagtics. The detailed description of the invention
discloses, as aworking example, only a process wherein the plastics being thermoplastic resin is formed by an
extruson molding and then the strain is corrected by heat-softening the molded plastics. The process for the strain
correction by heat softening deems inappropriate for the case where the plastics being thermosetting resin. (A
rational reasoning can be made that the strain-correction of the working exampleis inappropriate for thermosetting
resin in view of the fact that thermosetting resin can not be soften by heating which is generaly accepted as
scientifically or technically correct.)

(2) A claim is defined in an aternative way by Markush-type formula with only a mode for carrying out a part of
the claimed dternatives being described enablingly in the detailed description of the invention, and there is a
concrete reason that the description of the mode for carrying out the part of the alternatives does not make the rest
of the aternatives to be carried out by a person skilled in the art, even taking into consideration the common
general knowledge as of the filing. (Note that methods of experimentation and analysis may be among the common
general knowledge as of the filing.)

Example A clam is directed to a process for manufacturing para-nitro substituted benzene by nitrating the
substituted benzene where the substituent group (X) is CH3, OH, or COOH. The detailed description of the
invention discloses, as a working example, only a case where the starting material being toluene (i.e., a case where
X being CH3). A rationa reasoning can be made that such a process is inappropriate when the starting material is
benzoic acid (i.e., when X is COOH) in view of very large difference in the orientation between CH3 and COOH.

(3) A mode for carrying out the invention is described enablingly in the detailed description of the invention. For
example, however, the particular mode is idiosyncratic within the extent of the claimed invention, and therefore,
there is a well-founded reason that a person skilled in the art would be unable to extend the particular mode for

Section 1
18/51



carrying out the invention to the whole of the field within the extent of the claimed invention, even taking into
consideration the common general knowledge as of the filing. (Note that methods of experimentation and analysis
may be among the common general knowledge as of thefiling.)

Example: A claim is directed to “a lens system for a single-lens reflex camera consisting of three lenses, wherein
the lenses are placed in order of a positive, a negative and a positive lens from the object side to the film side,
wherein optica aberration of the lens system is corrected so as to be lessthan X % in image height H.” The detailed
description of the invention discloses, asamode for carrying out the invention, an example of specific combination
of refractive indices of three lenses, or in addition, a specific conditional formula for them so that the particular
optical aberration can be done.

In the filed of optical lenses, it is generally accepted as scientifically or technically correct that an
example of specific combination of refractive indices which can embody a particular optica aberration is of
idiosyncratic nature. In addition, that particular disclosure such as the example of refractive indices or conditional
formula does not teach any generaized conditions for manufacturing the corrected lens system. Thus, a rational
reasoning can be made that a person skilled in the art would be unable to understand how to extend the particular
mode for carrying out the invention to the whole of the field within the extent of the claimed invention even taking
into consideration the methods of experimentation, analysis and manufacture which are generally known to a
person skilled in the art as of thefiling.

(4) A claim includes the product defined by the result to be achieved and only the specific working mode is
described in the detailed description of the invention so as to be carried out, and therefore, there is a well-founded
reason that a person skilled in the art would be unable to extend the particular mode for carrying out the invention
to the whole of the field within the extent of the claimed invention, even taking into consideration the common
general knowledge as of the filing. (Note that methods of experimentation and analysis may be among the common
general knowledge as of the filing.)

Example: “A hybrid car of which energy efficiency during traveling by eectricity isa—b%” is stated in the claims.
And only a hybrid car equipped with specific power transmission control means to obtain the energy efficiency
concerned is described in the detailed description of the invention as aworking mode.

And in thetechnical field of the hybrid car, normally, the fact that the aforesaid energy efficiency is about
X% which is far lower than a% and it is difficult to realize higher energy efficiency such as a— b%, is the common
general technical knowledge as of the filing. In addition, the description on the hybrid car equipped with aforesaid
specific power transmission control means do not show the common solving means for realizing the aforesaid high
energy efficiency. Accordingly, the rational reason can be made that a person skilled in the art cannot understand
ancther hybrid car which brings the aforesaid result described in the claim even though taking into consideration
the common art in the relevant technical field.

2.2.3 Notice of Reason for Refusal Violating Enablement Requirement

(1) Where the examiner makes a notice of reason for refusal on the ground of violation of enablement requirement
under Art. 36(4), (s)he shall identify the claim which violates the requirement, make clear that the ground of refusal
isnot a violation of Ministerial Ordinance requirement but a violation of enablement requirement under Art. 36(4),
and point out particular descriptions, if any, which mainly constitute the violation. When sending a notice of reason
for refusal, the examiner should specifically point out a concrete reason why the application violates the enablement
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requirement.

The reason above should be supported by reference documents. Such documents are, in principle, limited
to those that are known to a person skilled in the art as of the filing. However, specifications of later applications,
certificates of experimental result, written oppositions to the grant of a patent, and written arguments submitted by
the applicant for another application etc. can be referred to for the purpose of pointing out that the violation stems
from the descriptions in the specification and drawings being inconsistent with a fact generaly accepted as
scientifically or technically correct by a person skilled in the art.

(2) Against the notice of reason for refusal, an applicant may argue or clarify by putting forth written arguments or
experimental results, etc (Note). Where the applicant's argument is confirmed to be adequate by examining the
submitted evidence, the reason for refusal shall be deemed overcome. Where the applicant's argument does not
change the examiner’s conviction at all or where it succeeds in denying the examiner's conviction only to the extent
that truth or falsity becomes unclear, the examiner makes a decision of refusal on the ground of the notice of
reasons for refusal which is earlier notified.

(Note) For example, through a written opinion or a certified experiment result, etc., the applicant may clarify that
the experiment or the method of analysis not considered by the examiner is actually pertaining to the common
general knowledge as of the filing, and that a person skilled in the art can carry out the claimed invention based on
such an experiment or method for analysis as well as the description in the specification and the drawings.
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[11. Requirement for disclosure of information (Effective from September 1, 2002)

Under newly revised Art. 36(4)(ii) of the Patent Law, an applicant is now required to disclose in the
specification of an application any prior art which is known to the applicant at the filing date of the application.
Thisrequirement is applicable to applicationsfiled on or after September 1, 2002.

In applying Art. 36(4)(ii), if an examiner judges that an application does not meet the requirement, he or
she will issue an Official Notification requiring the applicant to submit information on prior art documents which
will enable the examiner to find such documents in a search. Such information will consst of an identifying
number for a patent publication (application) number, and by the title, volume, number, pages, and the name of its
publisher if the prior art document is a non-patent document. |If the applicant does not provide the required
information in response, the examiner will issue an Official Action with a Reason for Rgection. It should be
noted, however, that non-disclosure shall not constitute a Reason for Invalidation.  Art. 36(4)(ii) does not regulate
a duty of disclosure, as is applicable under U. S. practice, but rather the requirement which an application must
meet.

An applicant may reply to such an Official Action by submitting a list such as a search report issued by
the EPO, and this will be sufficient to meet the requirement. From a practical point of view, we practitioners
generally understand that an examiner will issue such an Official Action only in a case that he or she isnot able to
reach a source for searching prior art documents when the subject invention is related to a very newly developed
technical field, where therelated arts are not easly available to a person not experienced in the art.

An applicant does not need to submit the copy of alist such as a search report issued by the EPO or an
IDS for the USPTO. Also an applicant is not requested to file any copy of prior art documents and trandation
thereof if the document isnot written in Japanese.
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V. Introduction of 30-month time limit for entering Japanese national phase

In accordance with the amendment of PCT Article 24(1) agreed in the 30th session of PCT Assembly, a
time limit of a PCT application for entering Japanese national phase was amended from 20 month to 30 month,
which became effective on September 9, 2002.

All PCT applications which designate Japan have a 30-month time limit from the priority date to file a
National Form Paper (arequest to enter into the Japanese nationd phase).

Introduction of extension time for filing Japanese trandation of PCT application

Based on PCT Article 24(3), a two months extension for filing a Japanese trandation of a PCT
application was introduced, which became effective on September 9, 2002.

An applicant of a PCT application which designates JPO is able to file a Japanese trandation of the PCT application
(the specification, claims, abstract and drawings, if any) within 2 months from the filing of the National Form Paper
without paying any extra official fee, provided that the filing of the National Form Paper and the payment of the
national fee are made within the last 2-month period of the 30-month time limit from the priority date.
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V. APPLICATION UNDER FOREIGN LANGUAGE APPLICATION SYSTEM

5.1.0 Patent application written in English

An applicant is able to file a Specification, Claims, Drawing(s) and an Abstract written in English with a
Patent Request Form written in Japanese provided that a Japanese trandation of the specification, .the Claims, the
Drawing(s) and the Abstract are filed within two months from the filing date.

5.1.1 Request

Even in the case of aforeign language application, arequest shall be written in Japanese just asin the
case of aregular Japanese language application. It shall be stated in the column of "[Special Remarks]" in the
request that it isa"patent application in accordance with the provision of Patent Law Art. 36bis(1)."

5.1.2 Foreign Language Document and Foreign L anguage Abstract (Art. 36bis)

(1) Ingtead of the specification, necessary drawings and an abstract to be attached to therequest, aforeign language
document and a foreign language abstract written in a foreign language specified in an ordinance of the Ministry of
Economy, Trade and Industry may be attached to the request (English isthe only foreign language which is
specified in Rule 25quater).

(2) Theforeign language document is not the specification and drawings under Art. 36(2), but consists of a
document stating matters to be described in the specification (Art.s 36(3) to (6)) in the foreign language and of the
necessary drawings in which any text matter is stated in the foreign language.

The foreign language abstract is not the abstract under Art. 36(2), but a document stating the matters to be described
in the abstract (Art. 36(7)) in the foreign language.

(3) When therequest, the foreign language document and the foreign language abstract are filed, they will be
accepted as aregular patent application and the filing date of application will be accorded.

5.1.3 Trandation

(1) The applicant of aforeign language application shall submit a Japanese trandation of the foreign language
document and of the foreign language abstract within two months after the filing date of the application (Art.
36his(2)).

(2) Thetrandation shall be submitted by means of awritten submission of trandation. It shall be stated in the
column of "[Confirmation]" in the written submission of trandation that the matters described in the foreign
language document, etc. are trandated into proper Japanese without excess nor shortage.

(3) The applicant shall submit, asatrandation under Art. 36bis(2), alitera trandation in proper Japanese (a
word-by-word trandation into proper Japanese in accordance with the context of the foreign language document).
(4) Handling of Application Lacking Submission of Trandation

() Trandation of "Foreign Language Document (Excluding Drawings)"

A foreign language document, excluding drawings, containsamain portion of description of the contents of the
invention for which a patent is sought. A trandation thereof islegally regarded as the specification (Art. 36bis(3))
and later becomes a subject of the examination and patent granting. Because of these, lack of atrandation is equal
to lack of the specification attached to the request under Art. 36(2). Therefore such foreign language application is
regarded as withdrawn.

(i) Trandation of "Drawingsin which Any Text Matter is stated in the Foreign Language"
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In the foreign language application system, it isrequired to submit entire drawings as the trandation even if no
foreign language text matter isincluded in the drawings as of the filing date. If any of the drawings are not
submitted as the trandlation, the missing drawings are deemed not to have been attached to the application although
such application isnot regarded withdrawn. 1t should be noted that no submission of a trandation of drawings
may result in failure to satisfy the description requirements for the specification or drawings, or the requirements
for patentability and, therefore, the correction of mistrandation may become necessary.

(iii) Trandation of Foreign Language Abstract

Since an abstract has no influence on anything related to patent right, the application isnot deemed to have been
withdrawn even if atrandation of a foreign language abstract isnot submitted within two months after thefiling
date of the application. However, the abstract is indispensable for publication of unexamined application. Therefore,
if atrandation of the foreign language abstract is not submitted, such application may be subject to theinvitation to
correct and the dismissal of procedure. (Art.s 17(3)(ii) and 18(1))

5.1.4 Specification, Drawingsand Abstract

A trandation of the foreign language document and of the foreign language abstract shall be respectively deemed as
the specification and drawings attached to the request and the abstract attached to the request (Art. 36bis(4)).
(Explanation)

(1) Where atrandation under Art. 36bis(2) has been filed, the trandation islegally regarded as the specification and
drawings by the Patent Law. Therefore, it isnot the trandation but the specification and drawings that is the subject
of subsegquent amendments. Through such amendments, the contents of the document which has been regarded as
the specification, etc. will be changed.

(2) Asageneral RuleinthisPart VIII, aterm "trandation" used in relation to the foreign language application only
means a "trandation filed within two months after the filing date of a patent application." " Specification and
drawings," "specification or drawings," and "specification, etc." mean documents which have been regarded as
specification and/or drawings (or specification and/or drawings as amended if such documents are later amended).
(3) However, it should be noted that the "trandation™ used in the representation "new matter beyond trandation”
means not only the "tranglation filed within two months after the filing date of a patent application," but also the
specification, etc. ascorrected if awritten correction of mistrandation is submitted. (See 5.3.1 "Relevant Provisions
Concerning New Matter beyond Trandation" and 5.3.3 "Practices for Determination of New Matter beyond
Trandation.")

5.2. Subject for Examination of Foreign Language Application

In aforeign language application, atrandation is deemed as the specification and drawings attached to the request
(Art. 36bis(4)). The patent right and theright to demand compensation will come into existence on the basis of the
specification and drawings written in Japanese.  Accordingly, the subject for substantive examination as to the
description requirements and other requirements for patentability is the specification and drawings. (Refer to the
next paragraph 5.3. with regard to examination concerning the reasons for refusal, etc. which areinherent to the
foreign language application.)

5.3. Foreign L anguage Document

Though aforeign language document submitted for a foreign language application is not the specification or
drawings under Art. 36(2), it describes the contents of the invention at the time of filing. Therefore, the foreign
language document has the following legal status.
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5.3.1 Criterion for Determination of New Matter beyond Original Text

() In the case of aforeign language application, if any matter which isnot disclosed in the foreign language
document has been introduced into the trand ation or into the subsequent amended specification etc., it constitutes a
reason for refusal, invalidation of patent (Art.s49(v) and 123(1)(V)).

(2) Itisforeign language document, which describes the contents of the invention at the time of filing, that aways
serves as a criterion for determining new matter beyond the foreign language text.
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VI. Revision of guidelinefor Accelerated examination and Accelerated appeal examination

The guideline for the Accelerated examination and the Accelerated appeal examination was revised to
make the systems more user-friendly in 2004.

The systems are applicable to “internationally-filed applications’ as one of four applicable types of
applications.

The definition of “internationally-filed applications’ was revised to expand the scope.

Therevised “internationally-filed applications’ are;

a) applications that were filed with both JPO and at |east one foreign |P Office; and

b) applications that were filed with the | P Office as the Receiving Office under the PCT and then
entered in the national phase in Japan(newly expanded);

C) applications that were filed with the JPO as domestic applications and also filed with the

Recelving Office under the PCT(newly expanded).

The accelerated examination and accel erated appeal examination systems” have been introduced (and
properly operated) since 1986 in the field of patents. Currently, these systems are applicable to the following four
types of applications?: i) working invention-related applications; ii) internationally-filed applications; iii) academic
ingtitutes-related applications; and iv) SME-related applications. To make these systems more user-friendly, the JPO
revised the guideline for accel erated examination and accel erated appeal examination and changed the definition of
“international ly-filed applications’ aswell asthe procedures. Main points of revision are asfollows.

1. Expanded scope of internationally-filed applications
With therevision, the scope of internationally-filed application has been expanded to include
PCT-related applications (e.g. domestic applications which provides a basisto apriority claimed in a
PCT application aswell as PCT applications entering the national phasein Japan).

Therefore, the accel erated examination system is now applicable to:

a) applications that were filed with both JPO and at least oneforeign |P Office; and

b) applications that were filed with the | P Office as the Receiving Office under the PCT and then
entered in the national phase in Japan;

c) applications that were filed with the JPO as domestic applications and al so filed with the Receiving
Office under the PCT.

2. Moreflexible procedure

Applicants who wish to apply for the accel erated examination system were required to specify the
application number of aforeign patent application under the old system. With the revision, however,
this requirement has been relaxed. Specifically, where an applicant was not able to obtain the
application number of the foreign application from the foreign | P Office concerned, heisalowed to
submit such a document as a copy of an application filed with the foreign IP Office instead of
specifying the application number of a foreign patent application.

(Notes)

1) The procedure to apply for accelerated examination isrequired to be carried out in the Japanese
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language. Any applicant for accel erated examination who has neither an address nor domicilein Japan
isrequired to follow the procedure through a representative who has either an address or domicilein
Japan (e.g. Japanese patent attorney).

2) Patent applications falling under the categories below are eligible for the accelerated examination
system or accel erated appeal examination system

i) “Working invention-related applications’ Applications filed by an applicant or alicensee who has
already commercialized the invention or plansto commercialize the invention within two years from
the filing date of arequest for accelerated examination

ii) “Internationally-filed applications’

[After revision]

Applicationsfor inventions that were filed with at least one foreign | P Office as well asthe JPO or
filed asinternational applications under the PCT.

[Before revision]

Applicationsfor inventionsthat were filed with at least one foreign | P Office as well asthe JPO

iii) “Academic ingtitutes-rel ated applications’ Applications filed by a university, junior college, public
research ingitute, approved TLO, or an authorized TLO

iv) "SME-related applications’

Applicationsfiled by an SME or an individual

v) *accel erated apped examination only

An application in which a person who is not an appealant (third party)has exploited theinvention asa
business after the publication of unexamined application of the appeal/trial case before an appeal/tria
decision has been made
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VII. Recent Revision to Utility Model Law (with effect from April 1, 2005)
7.1 Newly revised Japanese Utility M odel L aw;
7.1.1. The term of the Utility Model Right is set at 10 vears from the filing date of the Utility Mode

Application, which is extended by 4 years from the current duration thereof being 6 years from the filing date of the
Utility Model Application.

7.1.2 _Therestriction for acorrection of the Utility M odel Right isa little bit loosened

Under the current Utility Modd Law, the Utility Model Owner can correct the specification, drawing(s)
or clam (s) of his Utility Model Right only when at least one claim is cancelled.

However, under the newly revised Utility Model Law, the Utility Model Owner can make a correction for
specification, drawing(s) or claim (s) of his Utility Model Right, under the following two conditions; such as;

(8) When the correction isaiming to cancel at least one claim of the Utility Model Right, or

(b) The Utility Model Owner can correct the specification, drawing(s) or claim (s) of his Utility Model Right,
only onetime except for the timelimitations such as
i after when 2 months has passed from a date on which the certified Search Report for the Utility
Modd Right had been sent to the Utility Model Owner, and
(i) after when a designated term designated by the JPO at first time, in which term the Utility Model
Owner has been asked to submit a response to an Invalidation Appea for the Utility Model Right.

(c) This correction must satisfy the further conditionsin that, the correction should have the aims, such as;
(i) to reduce a scope of protection for claim(s) of the Utility Model Right;
(i) to correct error(s) in the specification claim and drawing(s);
(iii) to explain an indefinite description(s).
(iv) The correction should be done within a scope of the invention as shown in the origina specification,
the claim(s) and the drawing(s); or
(v) The correction must not substantially extend or alter the scope of protection for claim(s) of the Utility
Modd Right.

7.1.3 Conversion of an Utility Model Right to a Patent Application

An Utility Model Right Owner can convert his Utility Model Right into a Patent Application subjecting
to declare to waive his Utility Model Right even the Utility Model applications has been registered, except for the
following conditions; such as:

(i) after when three years has past from the filing date of the Utility Model Right;

(i) after when the Utility Modd applicant or the Utility Model Owner has asked the JPO to issue the
Search Report to his Utility Model application or his Utility Modd Right;

(iii) after when 30 days has passed from a date on which the Utility Modd applicant or the Utility M odel
Owner has received a first Notice from the JPO in that a third party has requested the JPO to issue the Search
Report to the Utility Model application or the Utility Model Right; or

(iv) after when a designated term designated by the JPO at first time has passed, within which term, the
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Utility Model Owner has been asked to submit aresponse to an Invalidation Appeal to his Utility Modd Right.

(v) On the other hand, under the newly revised Japanese Patent Law, a patent applicant can convert his
patent application into an Utility Model application within 9 years and 6 months from the filing date of the patent
application or within 30 days from the day on which the patent applicant has received a first Final Notice of
Rejection to his patent application.

() Further, under the newly revised Japanese Design Law, a design applicant can convert his design
application into an Utility Model application within 9 years and 6 months from the filing date of the design
application or within 30 days from the day on which the design applicant has received a first Final Notice of
Rejection to his design application.

7.1.4. Note that the most of the legidations in the recently revised Patent Law and the recently revised Civil Suit
Law concerning the patent infringement suit has been introduced into the current Utility Mode Law and thus these
legidations can be applied to the Utility Mode Right infringement Suit, mutates mutandis.

7.2*Others
reduction of regigtration fee associated with extension of term of utility model right (Utility Model
Law Art.. 31 (1))
refund of the fees for request for technical opinion as to registrability of utility model, demand for
invalidation trial, and intervention, in connection with the above (3) (Utility Model Law Art.. 54-2)
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VIIl. Revision of the Time Limit for Submitting a Request for Examination

In Japan, an examination will be carried out only for those applications for which the applicant or a third party has
filed arequest for examination and paid the examination fees.

The time limit for submitting a request for examination for a patent application is to be changed as of October 1,
2001 from "within seven years' from the filing date to "within three years' from the filing date (Art. 48ter of the
Japanese Patent Law).

(Notes)

1) The above revised timelimit is to be applied for patent applicationsfiled on or after October 1, 2001.

2) To the patent applications filed on or before September 30, 2001, the time limit of seven years from the filing
dateisto be applied.

3) With regard to divisiona or conversion applications, the time limit of seven years from the filing date of the
original application isto be applied if the original application isfiled on or before September 30, 2001.

4) To applications claiming an internal priority based on the previous domestic application, the time limit of three
years from the filing date of the patent application claiming an internal priority is to be applied if the application
claiming internal priority isfiled on or after October 1, 2001.

5) To patent applications claiming a priority filed with the Japan under the Paris Convention, the time limit of three
years from the filing date with the Japan Patent Office (JPO), not from the priority date, is to be applied if the
application claiming a priority isfiled on or after October 1, 2001.

6) To the international applications that are deemed as being filed with the JPO on the same day with the
international filing date under Art. 184 of the Japanese Patent Law on or after October 1, 2001, the time limit of
three years from the filing date is to be applied.

7) If arequest for examination has not been made within the time limit, the application shall be deemed withdrawn
(Article 48(3) of the Japanese Patent Law). Accordingly, there is no way to restore the case, not even if the
deadline was missed due to a mistake or an error.

Section 1
30/51



I X. An amendment to Official Fees System for Patent Applications (effective from April 1, 2004)

9.1 To shift a new Official Fees System for encour aging applicantsto obtain tactical patent rights over
the respective inventions;

In order to correct an inequality among the applicants in burdening the Official Fees for a patent application as
well as to encourage the applicant’s motions for adequately filing the Request for Examination to the respective
patent applications, with taking actual cost for performing examinations in to account, the Official Fees for filing a
patent application fee and for a patent right registration fee have been reduced. On the other hand, the Official Fee
for filing the Request for Examination for the respective patent applications have been increased whereby a total
cost for obtaining one patent right and for maintaining thereof in Japan will be reduced, so asto strengthen a patent
applicant’s incentive whereby an applicant can engagein atactical practice for obtaining a patent right.

(a) The newly established Official Fees related to Patent are shown in the following table with the current fees for
your comparison thereof;

New fee Old fee

Basic fee fee per claim Basic fee fee per claim
Application Fee ¥16,000 ¥0 ¥21,000 ¥0
Request for ¥168,600 ¥4,000 ¥84,300 ¥2,000
Examination
Registration (Annuity Fee | ¥7,800 ¥600 ¥39,000 ¥3,300
for 1st to 3rd years) ** (¥2,600/year) (¥200/year) (¥13000Ye) (¥1,100/year)
4th to 6th years ¥8,100/year ¥600/year ¥20,300/year ¥1,600/year
7th to 9th years ¥24,300/year ¥1,900/year ¥40,600/year ¥3,200/year
10 to 25 years ¥81,200/year ¥6,400/year ¥81,200/year ¥6,400/year

**Registration fee for Patent correspondsto atotal of first to third year annuity fees.
This must be paid all together upon registration.

Please note that the cal culation method for the Examination Fee and the Maintenance Fee are as follows;
Fee = Basic fee + (number of claims (N)x the feefor one claim)
Please note that under the new draft of official fees schedule, a patent application fee is reduced by 5,000
yen/case but Request for Examination feeis raised up by double. On the other hand, total registration feesincluding
annuity feesis reduced.

(b) Applicability of the newly established Official Fees System;

() The above-mentioned Official Fees System has been applied to any one of the patent applications, which
has been filed on or after April 1, 2004.

() Notethat, to a patent application which has been filed at the JPO before the effective date of April 1, 2004
and to which the Request for Examination has been filed and its Official Fee has also been paid thereat before the
effective date of April 1, 2004, the old Official Fees System is applied.

Section 1
31/51




() However, in a case such that a patent application which has been filed at the JPO before the effective date
of April 1, 2004, but the Request for Examination for this patent application was filed thereat and also the Request
for Examination fee thereof was paid thereat on or after April 1, 2004, the old Request for Examination Fee is
applied to this patent application.

( Further in this case, after when this patent application will have been granted the newly established
registration fee and the newly established maintenance fees for a granted patent application will be applied to this
granted patent.

( )Therefore, note that, it isimportant to know that if you had a patent application which has been filed before
April 1, 2004, in Japan and the Request for Examination with paying the Request for Examination fee for this
patent application has not yet be filed at the JPO heretofore and the find due date for filing the Request for
Examination with paying the Request for Examination fee for the patent application a the JPO (the three years
dead-line from itsfiling date thereof) comes after April 1, 2004, when you wish to pay the Request for Examination
fee for this patent application, you can enjoy the old cheaper Request Examination Fee for the patent application
and the old cheaper Registration Fee as well as the new cheaper Maintenance Fees for the patent granted to this
patent application.

9.2 The newly introduced Official Fee Refunding System related to the Request for Examination to a
patent application

(8) Under the newly introduced Examination fee refunding system, even though a patent applicant has already
paid the Examination Fee for a patent application at the JPO, when the applicant hasintentionally withdrawn his
patent application due to the applicant loosing merits on his or her patent application, before any actual
examination procedure has been started by an Examiner, a half of the Request for the Examination fee which

the applicant has already paid for the patent application, can be refunded to the applicant by filing a request
for refunding such fee at the JPO, within 6 months from the date of filing the withdr awal ther eof.

(b) Please note that the Request for the Examination Fee Refunding System can basically be applied to any
one of patent applications as filed at the JPO, on or after April 1, 2004.

(c) On the other hand, it can be retroactively applied to any one of patent applications as filed at the JPO
before April 1, 2004 and to which the Request for the Examination with paying the Request for the Examination
Fee therefor will be filed at the JPO on or after April 1, 2004, and thereafter the patent application has been
withdrawn on or after April 1, 2004.

(d) Further, it can also be exceptionally applied to a patent application which has been filed at the JPO
before April 1, 2004 and the Request for Examination with paying the Request for the Examination Fee has
already been filed at the JPO, but the patent application has been withdrawn on or after October 1, 2003
(which isjust six months before the effective date of April 1, 2004).
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X. OTHERS

10.1. Design Law Amendments
SUMMARY OF JAPANESE DESIGN LAW

(1) EXPANSION OF REGISTRABLE SUBJECT MATTERS
(8) Before January 1, 1999, even if the distinguishing feature resided only in a part of an article, a design

for such a part was not registrable by itsalf.
After January 1, 1999, the newly introduced design-in-part protection system provides design

registration for a distinguishing part of an article, thereby preventing imitations more effectively through
broader scope of protection.
(b) Moreover, the number of registrable "system designs' has been gresatly increased from 13 sets of articles
to 56 sets of articles.

By this increase, for example, a design for a "system kitchen", which was not registrable before the
Amendment, is now registrable.

(2) INDEPENDENT SCOPE OF PROTECTION FOR REGISTERED SIMILAR DESIGN
Under the previous "Similar Design System"”, a registered similar design (subordinate to a registered

principal design of the same design right owner) was considered not to have its own scope of protection.
Therefore, the owner of the similar design right had difficulty in enforcing the design right unless a third
party's design was similar to the principa design.
But now, the old "Similar Design System" has been renewed as "Associated Design System" wherein a
registered associated design has its own scope of protection.

As a result, it is possible for an owner of a Design right to have a broader scope of protection by
obtaining registration for designs which are similar to each other.

Please note that an Associated Design must be filed at the JPO on the same day on which amain design
isfiled therest.

(3) MODERATION OF FILING REQUIREMENTS
There will be more freedom than before in preparing drawings for a design application.  For ingtance, a

design may be specified by fewer drawings than conventionally needed, using the drawing techniques which
were conventiona ly impermissible.

Further, an applicant now has an option of filing a description as to the distinguishing features of the
design. Such adescription may be utilized for facilitating the examination.

(4) ENCOURAGEMENT FOR DESIGNS HAVING HIGHER CREATIVITY
Under the current Design Law, the creativity of a design needed for registration is decided on the basis
of the motifs or designs which are publicly known in Japan or abroad.

Further, a new requirement for registration has been added.

If alater filed design is identical or similar to a part of an earlier filed design which is subsequently
published in the official gazette, the later application will be rejected because it lacks a sufficient creativity
for protection and therefore fails to meet the objectives of the Design Law.
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(5) Note that the most of the legidations in the recently revised Patent Law and the recently revised Civil
Suit Law concerning the patent infringement suit has been introduced can be applied to the Design Right
infringement Suit, mutates mutandis.

10.2. Trademark Law
10.2.1 Amendment to scope of “use” of atrademark

The trademark law was originally drawn up with trademarks attached to tangible itemsin mind. In recent
years, due to the increase of network businesses, provision of commodities on the Internet has been promoted, and
protection for trademarks displayed on the screens of PCs and mobile phones has been discussed.  So, Trademark
Law has been amended (New Article 2, Item 3, Paragraph 2, 7, and 8)to show clearly that such activity as to use
trademarks by displaying them on screens in conjunction with business activities such as commaodity distribution,
provision of services, and advertising via networks falls under the category of trademark infringement, for the
purpose of reinforcing protection of goodwill for trademarks used in internet business.  The amendment came into
effect on September 1, 2002.

With this amendment, as designated commodity to be distributed on the Internet, computer programs and
“eectronic publications’” are added to the commodity in classification 9.

(International Trademark Registration)

There has been an Amendment concerning ingtallment payment of international trademark registration

individual fees, whick came into effect on; January 1, 2003. Amended Articles (68 undevicies, 68 duodetricies,
68tricies) allow payment of the registration fee among the individual fees for international trademark registration to
be made only when the international application is granted a domestic registration, which isthe same as in the case
of domestic applications.  Also, there has been an amendment on the change of trademark itself. The exigting
Art. 68duodetricies allows an amendment to the trademark itself. New Art. 68duodetricies will alow only
amendments of the designated goods or designated services, not of the trademark itself. The revised provision has
come into effect on September 2002.

The individual feesin respect of a designation of Japan shall be paid in two installments, the first installment
to be paid before the internationa registration is registered (at the time of filing the international registration) and
the second installment to be paid after adecision for grant of the registration isissued.

10.2.2 Amendment to Trademark with Regional Name

A new law has just went through the Diet of 2005.  Its purpose is to protect and reinvigorate local
economies. Thelaw istaking into account such examples as “ Seki-Saba” or “Y uubari-Meon” (thelatter is
already registered under the current law). “Seki” indicates one location namein Chuugoku area, famous for
mackerel (actually ‘saba’ means mackerel), and ‘ Yuubari’ isalso alocation namein Hokkaido, famous for its
melon.
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10.2.3 Other Characteristics of Japanese Trademark Law
( ) INTRODUCTION OF THE INTERNATIONAL TRADEMARK APPLICATION SYSTEM

The Japanese Government has ratified the MADRID PROTOCOL on March 14, 2000 and thus now the
International Trademark Application has been effective, now.

(B) OPEN SYSTEM HAS BEEN INTRODUCED

All of the Trademark Applications will be automatically opened to public immediately after the
formality Examination for the Trademark Application will have been compl eted.

(© PROVISIONAL PROTECTION FOR THE OPENED TRADEMARK APPLICATION HAS BEEN
INTRODUCED

Under the new Trademark Law, after a certain Trademark Application has been opened to the public, the
Applicant can send a warning letter to the third party with a copy of the opened Trademark Application so as to
have the third party made his attention to this Trademark Application.

After the Trademark Application has been granted, the owner of the Trademark Right can ask the third
party to compensate damages which the Trademark owner had suffered from the illegal use of such mark by the
third party during a period of from a date when the warning letter had been sent to the third party to the granted date
of the Trademark Application.

(D) EXAMINATION PEREIOD HAS BEEN STIPULATED INTO THE LAW:

The Examination period for a Trademark Application has been introduced in the current Trademark Law
in that Examiner should examine each of Trademark Applications within a predetermined period, which is 18
months from the filing date of the certain Trademark Application.

Note that the most of the legidations in the recently revised Patent Law and the recently revised Civil
Suit Law concerning the patent infringement suit has been introduced into the current Trademark Law and thus
these legislations can be applied to the Trademark infringement Suit, mutates mutandis.

10.3. Copyright Law

The Copyright Law was amended in June 2004 (new paragraph 5 was added to Art. 113) in order to stop
the reverse circulation of Japanese music CD sold in foreign countries that are destined for distribution outside
Japan at prices much less than those in Japan, if the profits a copyright or neighboring right holder is expected to
earn are deemed to be unduly harmed. But it is not clear whether or not parallel importation of non-Japanese
music recordings will be covered by the new provisions, athough the Ministry of Cultural Affairs mentioned that
the intention of the provision was not to cover paralle importation of foreign music. The new provisions has come
into force on January 2005.
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SECTION 2
Current Topics on IP Laws Amendments and IFP Right
Enforcement in Japan

. Badkground

1. Receant IPRdaed Laws Amendments

1. Gengd Pindplesof dvil lawalitsin Japen

V. Recent IPCasss
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|. Background

Pro-patent Nationa Pdicy and Focuson the Impartance of an effective Judicial Sysem
As Jpan exparienced mgar changein econamic Stuation and sodd system, generd recognition on therde of judidd sysem has
dsoben changed.  In view of maretrangparency to therdation betwean deason meking and responshility; theimportance of judidd system
has bean focused, and the need for mare effective system of judidd procedure has bean recognized.  This Stuation led to the Sartup of the
“Judtice System Refarm Coundl” on un. 2001, A repart issued by the Coundl cdled far the needs for “ Judice System Responding to Public
Expedations’, and recommended as one of the mest important subjects of the avil judice reform, “ Srengthening of Comprehensive Response
to CasssRdated to Intdlectud Property Rights(dune 12, 2001).

At the same time, Japen has been giving much greter attention to using intdlectud property protedtion, and corparations have bemn
bedfing upthar intdlectud property legd cgpatilities and during theten yearsfram 1991 to 2001 intdlectud property litigetionin Japen doubdled.
Onedf theressonsfar thisisthat there has been agenerd understanding thet much of the U.S econamic recovery that adudly garted during the
1980s was due to the aggressive U.S. pratedtion of itsintdlectud propaty lavs  So, to ranvigorate the duggish economy and enhance the
intemnationd comptitiveness of indudries theimportance of intdlectud property and needsfor comprehengvenetiond Srategy werepainted up.

On Jnuary 10, 2002, the Nationd Forum for Intdlectud Propaty Srategy, an NGO heeded by Mr. Ard, former commissioner of the
JPO, issued arepart cdling for animmediate and dragtic change of intdlectud property systemsin Jgpean, propasing an etendve overhaul of the
systems aswdl asrefamsin the fidds of university, education, private business public savice and S0 on, and emphiasizing the need of srong
paitica leedership.  Then, in January 2002, Arime Miniger Kaizumi pledged to the Digt, thet his government would tranform Jgpen into a
“nation built on the plaform of sdientific and techndogicd arestivity” a the highes globdl dandards and designated the area of intdledud
propaty asonedf thekey areas of vitd impartance

Srategic Coundl on Intdlectud Propaties(the Srategic Coundl) chaired by PrimeMinigter, was established on March 2002, in order
to fomulateintdlectud propaty sraegieson thenaiond levd.  On July 2002, the Srategic Coundl adopted the“ Intdlectud Proparty Pdlicy
Outling’ which proposed under the conogat of  redlizing "an intdlectud property-besad nation”, various meesures to ranfarce IP Rights
induding reviening subjects such asthe aregtion of an entity subgtantidly fundioning asa"patent court”.  And the Intelectud Proparty Basic
Law was legidated in Dec. 2002.  Basad on the Outline and the Basic Law, the Intdlectud Propaty Pdicy Heedouarters headed by Prime
Miniger wes s upinthe cahingtin March 2003, Basad on the Bas ¢ Law, The Heedguarters prepares and puldishes each year the"Promation
Fan for theCreation, Pratedtion and Use of Intdlectud Property’!, and accordingly each minidry preperesfurther law amendments

In oneward, dl of the changesin the IPenforcement systam and the sodid recognition on [P Rightsin these years have changed the
meening of having IPRights
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I1. Recent | P Related L aws Amendments
2.1 Recent Patent L aw Amendments
211 Clarification of the scope of “invention” and “working of an invention”

The main purpose of this amendmant is to reinfarce the patent protection for information-based propaty such as software and
enhancement of nework transadions

A patentee shdl havean exdusiverright to “commerdily work” the petented invention(Art.68 of the Patent Law)™®.  However,
exiding legidation was drawn up with the conogat of inventions bang utilized as tangible items and the extent that computer programs
themsdvesasintangibleitemsarepratected under the Patent Law wasnat obvious — So, arevision wesmadetotheArt.3, para2 of the Lan™®,
which ddfinesthe“warking of aninvention”, todearly show tha programsar thelikeisind uded in “invention of tangibleitems’ and that in case
of program the conduct of providing it through tdecommunication linesisinduded asact of “working” of theinvention.

Mareover, in view of thefact that the e or didribution viathe Internet of programsnat gared on such mediaas CD-ROM hasbemn
ontherise theamendment was madeto dearly show that transmiss on of patented programs over the network withaut gpprova fdlsin the soope
of patent infringement.

The phrese “programs o the like’ refars to programs and data structures (aggregation of data having pedific drudures such as
detabass), wheress each ddta (for example aggreggtion of data listed with no rulé) is not induded in “programs o the like’ ™, This
amendmant cameinto faroe on September 1, 2002,

212 Expansond Provisonsfor Indirect Infringement

In prindple, adts shdl be deemed to be an infringement of a patent only when al of the dements of a patented invention areworked.
Therefareads of only partially working a patented invention are conddered asinfringement only in alimited condiion stipulated in Art. 1010
asactsdeamad to beinfringement (indiredt infringement).

Under theformer providon, adiivitiestoaid and abet (preparing ar assdting in the supplying of an artide) theinfringement of a patent
by providing parts or materid s used therefar were deamed asindiredt infringament, only when, such parts or materidsareexdudvdy” for use

(oel) para.68 says, ‘[ patentee shall have an exclusive right to commercially work the patented invention]”.

(o) P\Working' of an invention in this Law means the following acts:

(i) in the case of an invention of a product (including a program, etc.—hereinafter referred to as ‘product), acts of manufacturing, using,
assigning, etc., providing through electric telecommunication lines), or importing or offering for assignment, etc. (including displaying for
the purpose of assignment, etc.—hereinafter referred to as ‘assignment, etc.) of, the product]]

(oe3) The newly added Art., para.2 of the Law, stipulates:[“Programs etc. ” in this Law mean program (a set or sets of instructions to a
computer which are combined so as to produce a result —hereinafter referred to as “programs, etc.” in this subsection) and other
information equivalent to programs to be used for computer processing.]

(o=4) New Art.101 reads as follows:

[The following acts shall be deemed to be an infringement of a patent right or exclusive license:

(i) in the case of a patent for an invention of product, acts of manufacturing, assigning, etc., or importing or offering for assignment, etc. of ,
in the course of trade, things to be used exclusively for the manufacture of the product;

(i) in the case of a patent for an invention of product, acts of manufacturing, assigning, etc., or importing or offering for assignment, etc., of,
in the course of trade, articles to be used for the manufacture of the product (excluding those which are generally distributed in Japan) and
indispensable for solving the problems through the invention concerned, knowing that the invention is a patented invention and that the
articles are to be used for the working of the invention.

(iii) in the case of a patent for an invention of a process, acts of manufacturing, assigning, etc., or importing or offering for assignment, etc.,
of, in the course of trade, things to be used exclusively for the working of such invention.

(iv) in the case of a patent for an invention of a patent for an invention of a process, acts of manufacturing, assigning, etc., or importing or
offering for assignment, etc. of, in the course of trade, articles to be used for the use of such process (excluding those which are generally
distributed in Japan) and indispensable for solving the problem through the invention concerned, knowing that the invention is a patented
invention and that the articles are to be used for the working of the invention.] (underline added.)
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in the patented invention (i.e, materids usad exdusvdy in manufaduring a patented produd or working a petented process), and the judicid
precedent has been condruing thisrequirement very nacromy.

Therefare, With regpect to artideswhich can be usad for apurpose ather than thet of the petented invention o dapleartides it wasnat
possbleto show that indirect infringement had occurred even if asupplier of such atideshad acted in bed faith, and thusmore srong pratection
of the patentesswasdamanded in thisrespedt.

In particdar, in the case of a Softwarerdated invention, it is usud that the parts (modules) to be usad in a program have many
fundions (usss) whilethere are few parts which are usad exdusvely for only a cartain program. Also, it isusud for a softwere program to be
dvided into severd parts (modules) and manufactured by ordering subcontractars to manufacture the modules (the find product (a softwere
program) isa patented invention and themodules are nat exdusve atidesto be usad only for menufacturing thefind produdt).  Therefore in
interpreting sridly theterm“exdusivdy”, it wasextremdy difficult to show theexigence of direct ar indirect infringement in the softwerefidd.

Fram the viewpaint of ranfarang pratedtion of theright, the amendment expanded the scope of indirect infringement to indude the
adivity of providing partswith mdid ousintent (knowing thet it isa petented invention and thet it isused far the purposedf infringement).

Unde the presant provison, even if an atidewhich isanimpoartant dement far apetented invention isnat an exdusiveatide, ads of
commeradly supplying such an atide knowing that the artide will be usad for manufacturing a patented product or for working a petented
processfdl within the scope of indirect infringement.

Thisamendment has comeinto force on January 1, 2008  Therevisad rde of indiret infringement will dso be gpplied to theright
egadlished befarethe enfarcament of thisrevidon, wheresstheruleisgpplied to an et after theenforcement of therevison.

213 New Sygemfor Invaidation
(Background)

Before January 1, 2004, we had a post-grant opposition system and apatent invadidation trid (petent invalidation apped) system for
chdlenging vdidity of apatat. In order to dissolve confusion arisng fram these co-exiding systems and reduce timeand cost burden on the
partidpants theentire system hasbeen revisad.

Changesto Patent Law rdating to chdlenging petent vaidity pessad the 2003 s Diet and cameinto farce on January 1, 2004, The
revisad law abolished the pos-grant gopodition sysem and interated intoanew invdidation trid procedure . So, theinvaidation trid isnow the
only procedurefar chdlenging thevdidity of apatent beforethe JPO. - Furthamoare, theinvaidation trid itsdlf changed framitspreviousagpect.

Theam of the change wasto prevent unnecessary confusion and dday dueto repeated dhdlengesagaing the same patent by multiple
oppastions or late-filed invaidetion tridsby disstisfied chdlengers and toimprovethe system to meet theneads of averidty of usars

(Overview o theNew Invalidation Trial System)

Any entity isdlowed to demand an invdidation trid without interest, on public grounds such as patentahility on firg to file datutary
invention, indudrid applicahility, novdty, and inventive 2eps written desaription and enadement, new matter, and daimsthat it is contrary to
tredies and pubic arder.  However, only an interested party can file an invdidation trid on non-pubdic interes grounds such as lack of
invatarship or joint invertorship.

Thetrid may bedemanded a anytime, during thelife of apatent and in some cassseven dfter it hasexpired.

Thedemandant isrequired to gpedify thegroundsfar demand in ademand for trid. Soecificdly, hemus edfy: i) fadsthat upport
thegroundstoinvalidate and i) therdationship betwean thefadtisand evidence

Bath patiesareinvdved in advarsary sysem during thetria procedure Namdy, theinvaidation trid iscarried out befarea body of
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JPO gpped examing's and the patentee and the demandant are dlowed to partidpate a every dage of theprocesings The patatesisgiven an
opportunity to submit awritten reply and arequest for corredtion in adesignated time

(Carrection)

The patentee may reques, within the designated time period under patent law, to carredt the spedfication, daims or dranings (but
cannat enlarge the scope of any dam of the petent).  If a corection is made, the damandant may be given the apportunity (but there isno
automaticright) to submit written commentson theamended daims inthearigindly filed trid brief.

(Amendment of the Trial Brief)

Theamendment of thetrid brief must fulfill one of thefallowing two conditions (a) wherethe petentee damands correction of apetent
and the demandant nesdsto carrect or add new graunds for invaidating the petent; and (b) where there are reesonabde grounds far omission of
thenew argument or evidencein theinitid demand and the petentee agresswith entry of theamendment.

When condition (b) ismet and theamendment isentered, the patentee may respond totheamended demand and fileanew demand far
corredion. Further, if a damend for coredion of the patat is filed mare than once in a sngle invdidation trid, the fome damand(s) for
correction are deamed to be withdrann.

In responseto the damendant's amendmentsin the grounds; the patentee il may make further carredtion of the daims gpedification
or dranings

(Appedl tothel PHigh Caurt)
Either losng party (the patentee or the demandant) may gppedl tothel P High Court.

At the IP High Court stage partiesmay introduce new evidence such as nemy uncovered references dosar to the daimed invention.
However, they cannat introduce new issues  If theinvaidation trid raises only novety issues and the demandant loses the demandant is nat
dlowed to raise athe issues auch asladk of enadematt, befaorethe Court.  If there are new invalidity issues the demandant can smply filea
new invaidation trid that referstosuch invaidity issies - Totheextent thet noresjudicataissueisrased in thelater-filed cases thereisnolimit
on thenumber of invdidation tidsthet can bemadeagaing apetat.  Also, itisdways possblefor parties(or the JFO an an ex-officio bed ) to
request thet separateinvaidati on trid sare consdlidated to avoid duplicetion of examination.

214 Introduction df an Opinion-Seeking and Opinion-Sating Sysem beforethel PHigh Court

A nemy introduced sysem enaesthe JPO to beinvalved in an adminigtrative court procedure brought againg atrid dedsion mede
in ainvaidation trid. The|PCourt may hear, and JPO may sate hisviews on the goplication of the Patent Law and ather necessary matterson
the presant case (Art.1800is).

215 NewCoarectionTria System

Together with thenew patent invaidetion trid,, thenew correction gpped systemisaimed tothe effective salution of theadud dispute

Before January 1, 2004, under the dd patent carredion trid system, when an adion againg atrid dedison had bean indtituted to the
Tokyo High Court, the petentee could fileapatent corredtion trid with the JPO, to overcomeinvaidation causeand pratect hispatant.

Then the Tokyo High Court had to remand, becauseit was understoad thet the court couldn’t detemine the vdidity of the corrected
petent without firg being subjected to thetrid a the JPO.  So the case wiss trandfarred back and farth betwean the JPO and the Tokyo High
Court, complicating the procedure and consuming long timeand much cogt.

Framthispant of view, petent carrection trid system hasa so been amended to be smplified and enadling to quickly resolvethe cases

Unde the new system, acarrection trid may nat be demanded during the period betwean the time when the petent invdidation trid
has come to be pending befare the JPO and the time when the trid dedson hes become find and condusive (Art.126, pra2). Theaeforg
during the period when an adtion brought up to thel PHigh Court ispending, the patentee cannat filea carredtion trid.
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However, during theinvalidation trid, the patenteehas gppartunity tofilearequest for acarredtion asexplained above

And dso, the patentee may file a petent corredtion trid when an adtion againg the patent invaidation gpped decigon has ben filed
with the IP High Court, within 90 days from thefiling dete of theaction (Art.126, para2, provio).  Inthis casg thelP Court may annul thetrid
deason by ruling for ramitting the causetothetrid examing (Art.181, para2).  Inthiscasg thetrid examine shdl examine bath thelegitimecy
of the carredtion filed by the patenteeand argumentsneny filed by thetrid demandant.

216 Employesinvention

Controversd employes-invention provison, i.e artide 35 of Patent Law hasbeen partidly amended on 2004 (to beexplained later).

217 Amendmentsrdated toAlleviation of Burden of Prodf of the Fact of Infringement

To provel Pinfringement ar the damage cauisad thereby, it often reguires production of documentsin which trade secretsaredisd osed.
New provis onshave bean introduced to ded with such cases to be explained further b ow.,

Smilar provisonswere introduced in Unfair Campition Prevention Law and Copyright Law (Arts114ter to 114odies 122his 123,
124). They aregpplied mutatismutandisin Utility Modd Law (Art.30), Design Law (Arts41, 73his) and Trademark Law (Arts39, 68, 81his).

The changeshave comeinto effect on April 1, 2005,
(&) in camera procedure, etc.

In a patant infringement litigation, the court may arder the produdtion of documents necessary to prove dleged infringement or the
as=sment of the damages, unlessthe person possessng the documents has a “legitimate resson” for refusing (Art.105, paral). Todeddeif
thereis“legitimate reason” o nat, the court may ask the possessor of the document to produce the document, and decide in camera procesding
(Art.105, para?).

To fadlitate presantation of evidence while taking into account the inareesing impartance of trade serd, trangoarency in in camera
proossding isrequired.  To drengthen pratedtion of trade searets and fadilitate the produdion of evidence of infringement, the provison was
introduced to edify the court’ sdisoretion to ask the parties: gpinion asto whether thereisa“legitimateresson”, and to disd osethe document to
the party (nemy added Art.105, parad). Thesubject of thisprovison isthe parties advocates or assdants  Thisisto securetrangparency in
the procedure during which the court makes judgment on whether thereis“legitimatereason” or nat.

(b) Secrecy Orde

At the same time, a provison for ssorecy order (protedive arder) was introduced to seoure serecy of the disdosed document
containing trade seoret (Art.105queter).  Here the trade saard is wht is determined as “Trade Seardt” in the Unfair Campetition Prevertion
Law Art.2, parad. Arts105quinquiesisabout cancdlation of secrecy order whereby the party subject to the arder may demand cancdlation.
105s=xiesisabout natice of request for ingoedtion of recard of the case, whereby natidng the party submittingthetradeseard. - Also, the pendty
provisonsareamended to cover vidlaion of thesearecy arder (arts200bisand 201).

(c) Sugpenson of Examination of Party, etc.,, at Open Court in caseconoer ninga Trade Secret

Also, the dosad ses5on to examine paties as withess for cases invalving trade saards has bean seored. Newly added Art.
105sties datesthat when the court unanimoudy congdersthat the party (ies) etc. may make suffident datement of the metter concerned mede
at the open court by the party(ies) shdl gpparently causea sarious abdtadeto busnessadivities of the party(ies) being carried out under thetrade
searet and may nat conduct the proper trid, the court may conduct the examinaion of themetter privatdly.

Although the Japanese Conditution reguiresthat court procesdings beopen to the public (Art.82, paral of Conditution), in Some cases

Section 2
41/51



itisnat required (Art.82, para2 of Condtitution, Art.70 of Court Law, Art.169, para2 of CCP).  Also, nat admitting such possihility in case
concerning trade secretswould violate sacrecy of v uall einfarmati on asst, and such Stuation would impair the adequiacy of judida procedure
Conddaing thesearguments, dosad sessionisnow secured under conditions speaified asabove.

218 Kilby Defense

Provison onrestriction on exerdse by patentes, eic. wasadded as Art. 104ter of Patent Law an 2004 (to beexplained later).

219 Othes
Other amendments to the Patent Law (mostly rdated to the prosscution process), as well as the amendments to the Utility Modd,
Desgn Paent, Trademark Lawsareexplaned abovein Pat 11 of thisdocument.

22  Copyright Law Amendment

The Copyright Law was amended (new para5 was added to Art.113) in arder to stop the reverse draulaion of Jgpanese music CD
sold in foreign countries thet are dettined for digtribution outside Jgpen & prices much less then those in Jgoen, if the profits a copyright or
naghbaring right hdder is expected to earn are deamed to be unduly harmed. Bt it is nat der whethe or nat pardld impartation of
nortJapenese music recardings will be covered by the new provisons dthough the Minidry of Culturd Affairs mentioned that the intention of
the provison wasnat to cover pardld impartation of faragnmusic. . Thenew pravis on hascomeinto forceon Jen. 2005,

23 Unfair Competition Prevention Law and itsAmendments

The Japanese Unfar Competition Prevention Law wes fird etablished in 1934.  However, the presmt Law is the result of tatd
revisonin1993,

Onedf the charadteridic features of the pratedtion under the Law compered to theintdlectud property rights such aspatattisthat itis
na necessary to have regidered rights So, the pratedion under this Law is availadle in addition to the mongpdidic rights provided for
intdlectua property rights under the conditionsdipulated by the Law.

Theadsvidaing the provisons of the Law is subject to compensatary damage under Artide 709 of the Civil Code (and Art4 of the
Unfar Compstition Prevention Law), and furthemarethey aresubject toinjundion rdief (Art.3 of theLaw). Tharearedauseson presumption
of thedamages ddligationsto darify rdevant act in conarete manne (Art.5his), produdtion of documentsetc.(Arts 6 to 6sgaties), smilar tothose
in Patent Law,

There are besicdly three important types of unlanful adts covered by the Law.  Frd, the use of athas “indications of goods’ as
dipuaed in Artide 2, para2 (i) and (ji) of the Law isprohibited.  Herg the “indications of goods’ are such aslabds or manifedations name
brand, containg or padkage, ec. which arethe sameas or dosdy ressmbe those of athersthat are wdl known in the market, such as famous
brand. Adud confusonisnat necessary in case of prominent trademearks (Subperadii)).

Second, the act of assgning dc. goods imitating the “configuration of ancther person’s goods’ are prohibited (Art.2, paral,
subparaliii)). Here the“configuration of goods’ isthe shape ar form, container or thelike  Dead-copying athe’s goods carrespondsto this
provison.  Thereisa3 year pratection period during which such deed-copying adtivity may nat be conducted.

Third, unfar acquistion, ussgeor disdosure of trade seretsare prahibited (Art.2, paral, subpara(iv) to(ix)).  Tofdl under the“trade
soe” and recave the bendfit of the pratection of the Law three conditions have to be met: (2) it is contrdlled as a sexret, (2) it isnat known
pudidy, and (3) it isauseful informetion in busness or intechndogy (Art.2, parad). If dl three of these conditionsaremd, it is conddered as
“tradesecrdt” under the Law, and it may be dject of an injundion aswel as compensatory damages
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Also, eroneous assumption far goods or sarvices (ubpara(xiii)), dreulaing fase fads injurious to anathea’s busness reputation
(ubpara(xiv)) and usng without parmisson ar legitimate reason of amark of proprigtar in a country of Paris Conventtion (Subpara(xv)), are
prohibited.  Also, imparting, sdling ec. of device with sde purpose of dbdtruding the effect of pratedive meesures for digitd contents
(ubparas(x) and (xi), added in 1999), unlawful acquistion of domain name(subparal(xii), added in 2001) areprahibited.

In 2003 crimind pendty dso cameinto effect for pertiesthat have unfairly acquired, used or disd osed trade serets (Art. 14, peral(jii)).

In 2005, an anendmeant hasjud passd the Did. - Thareare 2 points of amendments (1) rainforcament of pratection of trade sead,
and (2) messresagaing counterfat and piracy. - Toranfarcethe pratection of trade s, (i) aimind pendty totheuse ar disd osure abroed of
atrade seoret unrightfully abtained or disdosad (new Art.21, paral, subpara9, Art.21, parad), (i) aimind pendty to the resgned employee
(Art.21, paral, subpara8) and (jii) pendty tothelegd enttity (Art.22, paral, subpara2), havebeenintroduced.  Asmessresagang countafeit
and piracy, (i) aimind pendties agang unlawful use of anathe’s famous indication of goods and ancther’s configuration of goods (Art.21,
paral, subpara2 and Art.21, para2), and (ji) darification of definition and scope of “copying” and “ configuration of goods’ (Art.2, parad) have
bemn infroduced.  Also, the Tariff and Trade Law has bean amended to pratect these subjets of Unfair Competition Pratection Law (to be
explaned b ow).

24  Coded Civil Procedure Amendments
(Jurisdiction)

Artide 6 (Jrisdiction) was amended to give Tokyo and Osaka Didtrict Courts Sdle firg-ingtance jurisdidtion for intdlectud propety
disputesinvalving patents; utility modds integrated drcuit tapagraphies (arauit layout registration) and copyright in computer oftware

The amendment concentrated highly technical cases auch as patent casesto the Tokyo and Osskadidrict courts with the Tokyo High
Court theoourt of goped.  Although 50 Didrict Courtsexigt in Jgpen, thesetwo courts shdl now bein chargeof dl pateant infringement cases

The Tokyo Didrict Court hasfour spedd 1Pdivisansand the Osska Didrict Court hastwo Similar divisonsnow.  Each division has
four tofivejudges  The Law wasdso amended to give Tokyo High Court as sdegpped court for IPcases - Thadfarg the gopedsfrom the
Tokyo and Osskadidtrict courtsthen went to Tokyo High Court, and after the establishment of the |PCourt (April 1, 2005), tothelPCourt (tobe
explaned bdow). The purpose of the amendmant is to concantrate the IP case and accomplish prompt and gppropriate procedure and
unifarmity of dedision.

In case of desgns trademarks copyrights ather then those of softwere, rights of breeder, and unfair competition cases on commeaad
benfit, conaurrencejurigdiction isadmitted to the Tokyo and Osskadidrict courts (Art. 6hisadded).

Theamendment todk effect on April 1, 2004,
(Expert Commissoners)

The"expert commissoners'(Senmon i'in) system was introduced (Arts 92histo 92seties).  Where oedd expertiseisreguired to
daify ar expeditemattars(eg. in IP, medicd mapradtice ar condrudion digputes), after heering from the parties the court may now cdl upon
tham. They can provide explanations in writing or ardly befare the parties and, with thar consent, even atend settlement conferences o
witness examinations to ask quetions  The latter veto right for a party partidly medts concans by trid lawyers egpeddly for plantiffsin
medical mdpradti cesuits that these expatswill tend dsoto be dodtarsand therefore pro-defendant.

Theamendment took effect on April 1, 2004,
(Judida Research Offidalg)

Therde of thejudidal resear ch dffidalsin intdlectud property cases has been expanded and darified (ArtsQ2octies and 92novies).
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Beddesvariousadminidrativeand deicd works it has been darified thet hemay expresshis opinion on the casg, and that hemay be subject to
mation of exduson ar chdlenge  Theprovison hascameinto effect on April 1, 2005,

(Scheduling)

Now, dl courtsand partieshavetotry to esablish astheduleto fdlow for proceedings(Art.147big).  If the court deamsit necessary to
conduct an gppropriate and expeditious procesding, due to the complexity and ather draumdances of the dgoute (eg. for IP or condrudion
disputes), aschedulemust be esablished after conferring with the parties (Art. 14 7ter).

Theamendment took effect on April 1, 2004,
(Grand Pand sygem)

Hvejudges pand sysem has been introducad (Art. 269bis 310his), to effectively ded with complex and difficult cases such as patent
cases and obtain uniform dedison onrdated cases

Theamendment took effect on April 1, 2004,

25  IPHigh Court ®@®
(Pur pos)

The edablishment of 1P High Court is conddered as one of the biggest change to the Japanese court syslem dnce 1945, Thishes
resuited in an amdgamation of intdlectud property divisons of the High Courtsaround the country: The hopeisthat with the egtablishment of
onecourt, therewill be grester expartiseand uniformity in gpplying 1Plaw in Japan, and dissolve contradi cory casesamaong different high courts

and gpesding up theprocess

Asthe background of the estallishment of 1P High Court, the recommendation in June 2001 by the Judtice Sysem Refarm Coundl
mug be panted out. 1t mentioned * Srengthening of Comprehendve Response to Cases Rdated to Intdlectud Praperty Rights’ as one of the
most impartant subjects of thedvil judticereform, and recommended that the speddized divison of the Takyo and Osska District Courtsshould
subgtantidly fundion as“ patent courts’ and resdve | P cases with more expertiseat the Tokyo and Osska High Courts tothegod of reducingthe
trid paiod of IP casssin hdf. And the Stratlegic Coundl on Intdledud Propaty esablished in the Cabingt adopted in Jly 2002 the
“Intdlectud Praperty Pdlicy Outling’, which proposed under the conoept of “an intdlectud property-besad nation”, toreview subjectssuch asthe
areation of an entity substantialy fundioning asa patent court” aswel asreform of the gpped systam and limiting jurisdiction, enhanoed expart
patidpetion, and soon.  The Srategic Program far the Cregtion adapted by the Headquarters dso recommended the estadishmant of the [P
High Court. It can be said thet therewasamgjar trend, as represanted by the edablishment of the Basic Law on Intdlectud Propaty and the
phrase of “an intdlectud property-besed nation”, in which the government designated the mesaures for pramdiing aregtion, pratection and
explatation of intdledud propaty as ndiond draeges  Unde these draumdances the courts as the lagt resort of protedtion drew
unprecedented atention of thegenerd public.

(Sructure

The IP High Caurt isa "gpedd branch" within the Takyo High Court as of April 1, 2005 (as st farth in Art. 2) established by a
spedfic law, thus being granted a higher degree of indgpendence than ather branch of High Courts 1t has a spedific judge (Art.3.2), judidd
conference (Art4.2) and seoretariat office (Art. 5), and adminigersjudidd adminidrative mattersthrough thejudidal conference of the IP High

Court independently from thet of the Takyo High Court.

(notes) - Avery comprehensible and thorough English article on IP High Court by Chief Judge Shinohara (AIPPI Journal, May 2005) is
available on IP Court Website.<ww.ip.courts.co.jp>)
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(Higtary)

Before the edablishmant of the IP High Court, the intdledtud propaty divison (IP Divison) of the Tokyo High Court hed a
haf-cantury long higary, asthe pog-war amendment to the Patent Law of 1921 st farth the sysem far gpped trids and goped to the Grand
Courtin July 1948, by which the Tokyo High Court was given exd usivejurisdidion over suitsaggingt appesl/ria dedisionsmede by JPO, the 5"
Soedd Dividon wes edablished in Novembar 1950 far handling goped's from JPO and ditrict court dedisons on intdlectud property cases
Judiad ressarch dffidd swered so assgned pursuant to Artide’57 of the Court Organizetion Law.

Subssquently, various additiond divisans were given reponghility to hande IP cases and dthough the offidd name of the IP
divison remained the “Civil Divisan”, the group hed bemn dften cdled the “paat divison” o “intdledud propaty divison”. These
speddized divisons became indgpendant from theregular Civil Divison as of April 1 of 2004 dueto inditutiond reform and wererenamed as
“Intdlectud Propaty Divisans (IP Dividons).  On April 1, 2005, these divisons were trandfarmed into the Specid Divison of the IP High
Court.

(Personnd Sygem)

ThelPdivison of the Tokyo High Court has been inareesing and there were 18 judgesin April 2004.  ThelP High Court darted
withthexe 18 judges  There have been some discussansin repect of so-called “technicadl judge’, but the introdudtion of this gpecid kind of
judgewith technical badkground didn't redlized.

However, & the IP High Court, the judida research offidals suppart the judges by condudting resserch on technicd matters
necessry far the tridsand ather judidd procesdings of the sits againg apped/trid decisons made by JPO, ovar which the IP High Court hes
the jurisdidion asthe court of fird indance, and the gppedl's fram didtrict courtsin dvil casesrdating to patantsand utility modds  Thesystem
for judiad research offiddshasahidary of over fifty years By tradition, retired patent examinersand gpped examing'sof JFO areassgned as
thejudidd resaarch offiads but one of theresearch offiddsassgned in 2002 wasa practiang patent atarney, whoisdlegedy provided anew
parpedive and benefiddly dimulaed the Ressrcha’s Office The tatd number of judidd reseerch offidas engaged in IP casssis 21, in
which maore then hdf of them bdonging to the IP High Court.  Therde of judidd ressarch offidas has bean expanded and daified by an
amendmant tothe CCP(ArtsRodtiesand 2novies  Seeabove item 2.4).

The system far assgning expert commissoner swasintroduced on April 1, 2004 (CCR, Arts 92bisto Q2saties  Seeabove iteam
24). Thissydam ismodly utilized a the IP High Court.  There are gppraximatdy 170 expat commissione's who are top-levd technicd
expatsinvariousfidds  They aregppointed nationwide by the Suprame Court from amaong expartssuch asunivarsity professors reserchasa
pubic resserch inditutes or privete corparations petent atarneysand o on, aspart-time offigaswith 2 yeer taam.  They are poded sothat the
court may desgnate the mogt qlitable expat for the casss invdving the technicd disputes espeadly difficult to understand and requiring
explanation based on expat knomedge

Experts on technology and IP

support@ judicial research officials

Belong to the court on

Judges Standing basis
@ Experts on high-edge technology
support expert commissioners

About 100 are secured, and
Participate in specific cases

On on-call basis .
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(Jurisdiction)

ThelP High Court hearsdl cases subject tothejurisdiction of the Tokyo High Court aslong asthenaureand contents of the caseare
rdaedtointdledtud propety (Artide2 of theEdalisment Law).  Theesablishment Law doesnat changethejurisdidionssg fathin Artide
6 and ather provisonsof the Cade of Civil Procadure but sats forth the assgnment of the casss betwean the Takyo High Court and the IPHigh
Court ssits pedd lranch.  Therefare, the [P High Court hears the same cases as was heard before April 1, 2005 by the [P Divison of the
Tokyo High Court.  This means induding the suits brought to the High Court againgt gppedi/trid dedsions mede by JPO, and gppedls from
dgriat courts and interlocutary gppedls Al casespending a the IP Divison of the Tokyo High Court as of theend of March 2005 have bemn
succeaded by thel PHigh Court.

(Enlarged Pand at thel PHigh Court First Cas)

“Ichitaro” case (Matsushita Hledric Indudtrid Co. Ltd. v. Justsystem Carp.) isthe firgt grand pend cese @ the IP High Court. It
relaes to a petent rdating to an gpparatus thet dilays a brief explanaion concaming the fundion of a ssoond icon when afirg icon caled
"bdloon hdp" is dragged onto the second icon. This case is caiching a lat of atention, as “Ichitard’ wes for long time the dominant
word-processing software in Japen snceit wes firg introduced in 1985 and is il popular, and as Tokyo Didrict Court hdd thet Matsushita s
petent wasinfringed (February 1, 2005).  Ord argument and judgment are expected on Sqptember 30.

26 CugomsTariff Law and itsAmendments

Goodsthat infringe Intdlectud Propaty rights have bean listed asimport-prahibited goods since the Maji Erawhen the Law was
fird egablished (Mdji 30(1897)).  Imparting these countarfat isaaime equivdantt to bringing contrabend goods such asilliat drugsand guns
into Jgpen (Art.21, paral(v)), and if these "countarfat goods' are discovered a the Cugoms they are confiscated and the offender will be
punished severdy accarding tothe provis ons of Customs Adt (imprisonment within fiveyears o fineunder fivemillion Yen).

The Law underwent amgiar anendment in 1995 to conform with TRIPS agreamatt, i.e the sysam of petition system to suspend
importsby theowner of thetrademeark, copyright and copyright neighboring right has bean introduced (Art.210is).

In 2003, in repponseto the | P Palicy Outline of 2002, thelaw was amended to prahibit imparting plantsgrown in vidlation of the plant
bresda’ sright, or theright of seed growers (revised Artide21).  Inthisyesr, it has bean dso amended so that to broeden the petition to suspend
impartsto theinfringement of patent, utility modd and design.  Thisis becauss theartide 21 was consdered asnat having bean working well
topatatsanddesgns  Compered to counterfat desgner goodsinfringing trademark o pirated copiesin vidation of copyrights which can be
eadly judged as fakes by thar gopesrance it is more difficuit to detlermine whether produdts adtudly infringe on petents or desgns o, the
revison wasmedeto dear theway for right hdders of petent, utility modd and design, tofileptitionsfar sugpenson onimpoartsthat they bdieve
infringetheir rights

When the Customs Office acogpts a complaint, it will first stop the importation into Japen of suspected producdts and then dart a
review process  Upon request by the petitioner, customs offiaas will contact JPO to determing, whether the dleged impoarts adtudly infringe
thepditione’sright.  The Cusams Office says they target to go thraugh the review processin about ane manth, during which theimportation
will remain gopped.

The Law was further amended in April of 2004 to endd e the Customs Officeto provideinfarmation about theimparter of countarfat
goodstotheownesof IPRsandviseversa Thishesmade eeser for thel PR ownearsto file sLit againg theimparter, bassd on theinfarmation
provided by the Custom Officg and daim for damages thus providing an additiond effective adtion againgt influx of counterfat goodsinto the
domegtic marketplace
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In 2005, new proosdures wereintroduced which enadle Custams upon reguest fram aright hdder, to provide them with asample of
the sugpected goodswhereby theright hdder may dissect this samplein the course of theingpedion of thegoods (in force on April 1, 2005).

Also, (i)goods causng confudon to consumers with the goods of another person by using labding or ather indications which are
identical or Smilar tothe ather person’ swell-known indi cati ons(ii)goods with labding or ather indication whichisidentical or Smilar to anather
pearson’s famous labding or indication and (jii)goods which imitate the configuration of anather person’s goods, which are subject to import
regriction under the Unfair Campetition Prevention Law, were added as“impoart prohibited goods’ and rdated procedures wereintroduoed (in
forceon March 1, 2006).

Thenew proceduresto endde Cugoms if necessary, to sask gpinionsin relation to identification procedures for goods sugpected of
infringing plant breeda’ srightsfrom theMinidry of Agriculture, Foredry and F sherieswereintroduced (in forceon April 1, 2005).

Stll, alat of discusson on improving the systlem is under way, as barder contrd is conddered asamgjor daut againg the counterfet
produd. Maybeasysemdmilar tothe United SatesI TC will beintroduced in thefuture

Japenese patent attarneys are qudified to engage themsdves in the damand for the suspendon of impart (Art4, para2 of the Patent
Attorney Law).

Accarding to the Cusams Office webdte, 17 complaintsare currently in farceto gop impoartation of produdsbesed on patats The
number of gpplicationsfar likewiseinjundionsa the Cusoms Offi cebased on patentsrightsisrapidy inareesing.

In April 2004, Fujitsu filed a complaint with the Customs Office and the impartation of plasma digilay pends (PDPs) mede by
Samaung SDI was stapped (Fujitsu and Samaung subsequently settled).  In June2004, Sharp filed complaintswith the Tokyo Didriat Courtand
the Cugoms Office againg LCD TV s made by TECO Hedronics a Tawanese company, for patent infringement.  AEON, a large
supamarket chain, westo sdl TECO'sprodudsin Japen, and immediady threstened Sharp, acompetitor to TECO, with thetermination of dl
busness rdaionship. However, stodk prices of Sharp as wel as AEON fdl shaply and AEON was aitidzed for its lack of repedt for
intdlectud propety, and soon Sharp and AEON sdtled.  In Novembear 2004, Masushitaffiled acomplaint with the Customs Officeagaing LG
Hedronicsto gopimpartaion of FDPs  Inretdiation, LG filed acomplaint in Kareaagangt Panasonic Kareg, asubsdiary of Matsushita, and
anaher complaint with the Koreen Trade Commisson, far petent infringement in Karea by Matsushitd sSPDPs - This custams procedure has
becomeapdliticd issue

27 Trugs BudnessLaw Amendment

Now, |P Rights can be subjects of truds asthe recent amendment to the Trust Business Law (pessad the Diet on Nov. 26, 2004 and took
effect on Dec.30, 2004), added intdlectud propaty to thetypesthat can beusad in trugs (previoudy limited to mondary assets such aslcens) ad
be saauritizad.  Also, the compenies that are nat finandd inditutions may enter into the trug busness without setting up a pedd purpose
company.  Accarding to the press reparts mgjar Jpanese benks are now in IPtrust business such as Sumitomo Trugt having agreemant with
Artist House for copyrights on movie, Mizuho Trust & Banking with software from Nippon Life Insurance, URJ Trust Bank with Tokiwa Saki
for itspatents

28  Universties

All nationd universities have becomeindependant corparationswith ther oan legd satus on April 1, 2004, So, tohdp univarsties
meanagethar |P resources better, mare and mare universities have bean garting up thar own IP departments And dreedy exising TLO sare
adiveaseva. However, the exigence of these two inditutions probelly dueto atug of inter-buresucratic wer betwean the two minigtries is
often confusngtothe corparations
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29  Patent Attarney Law Amendments
(Scope of the s vicefidds of patent attorneys)

Because of theinareasing number of intdlectud property right infringement lawawits (doubled during the ten yearsfrom 311 casssin
1991 t0 610 casesin 2000) and the number of (those who have regisered ag) atarneys a law gpeddizing in intdlectud propaty remaining &
less then 300 and bang difficult to render auffident sarvices there have bean drong damands from the "use 9dé' for srengthening and
enrichment of digoute resolution services by means of a quditaive and quantitative increase in Such expat represantativesin lanvauits - Under
such draumstances it hes been consdered necessary to provide petent atorneys (benrishi) with the autharity to act as counsd in petent right
infringement lanauits because of thar bedkground with degp knowledge and expariencein intdlectud propaties consdeared suitable for the
bedsfor such sarvices

Unde the dd Patent Attorney Law, patent atomeys adivities have cantered upon sarving as agants handing the filing of industria
property right gpplications with the Patent Office Under the draumatances above described, the Law has bean amended in 2000 to dlow the
petent ettorneys engege in Wider business fields concerning the intdlectual properties and dedicete to the entire “Intlectud Creetion Cyde’
namdy aregtion, aoquisition and utilization of rights

Beddes (i) represntation of proceadings to JPO and gopraisd (Art4, paral), the new Law added the fdlowing adivities (ii)
represantati on of proceedings befarethe Customs (Art.4, para2, subpara ), (jii) represantation of arhitration ind uding amicable st ement (Art 4,
para2, subpara?), (iv) counsdling and represantation of, conduding of contradts astoindudtrid properties copyrights ec. (Art.4, para3) and (V)
represantation of procedures beforethe court (againg dedisans by JPO) (Art.6).

The Law wes furthe amended in 2002 to indude (Vi) repressntation as alitigation procurator in “spedafied intdlectud property right
infringement lanvauits’ (Art.6big. Paent atameys (Benrishi) can adt aslitigation procuratar in intdlectud property infringement lawalitsin
cassswhich atorneysa law (i.e "Bengoshi” in Japenese) ared so undartaking (Art.6his paral), and petent atorneysarerequired in prindpleto
gppeer in court together with an attorney & law jaintly underteking the case (Art.6his para2).  Paeant atarneys can, however, atend court on
thar onn whenit isdetermined by the court asgppropriate (Art.6his parad).

Here "spedfied intdlectud property right infringement lawsLits' areinfringement lawsLits conoarning patent, utility mode, industria
desgn, trademark, and layout of semicondudtar integrated arauit rights and spedfied unfair competition.  “Spedified unfar compstition”
meenstheunfar competition provided under the Unfair Competition Prevention Law, Art.2, paral, and fdlsunder any of the subpara 1 through
9 (limited to the tednicd know-how). The arhitration cases thet the petent atomeys can hande are rdated to patat, utility modd registration,
desgn regidration, trademark regisiration, mask wark, or unfar competition cases  The unfair competition casssarelimited to those rdated to
technicd saoretsar know-how.

The meesresto assure that petent atorneys have ahigh levd of rdiability congst of training regarding practicein civil procedures and
tedingtodeteminetheeffects of thetraning.  Thetraining and testing hes started fram 2003,

(Patent BusnessCar par ation and Branch-Office)

The ben on edablishment of a petent business corparaion o firm has been removed to enade the provison of full and continuous
svice by patat atomeys  Artide 37 of the Patent Attarney Law definestha patent attorneys may establish a Patent Business Carparation or
Hrmunder Chepter IV of the Patent Attarney Law.

Also, in order to Srengthen servicesprovided by petent attorneysto amdl-to-medium Szed enterprisesinloca aress, the ben on estaldlishment of
branch officesshdl dsoberemoved. It isexpetted that theinareasein thenumber of brancheswill result in patent attorney’s firmsbeing located
indl of theprefectures of Japen.  Itisd o expected thet sad amendment will permit dientsto readily enjoy professiond savicesa alranch
officenearby.
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I11. General Prindplesof cvil lawauitsin Japan
31 Gengad Prindplesaf Tort Liability

In the Japenese Civil Cade, provisons on tart liahility are found in Part Threg, the Law of Olligations | think thisis common with
the Garman and French Cades wheretart fdlsunder thelaw of obligations  Artide 709 of the Civil Codesdatesthat:

“A pason whointentiondly or negligently vidatestherightsof athersshdl beliablefar thel oss caussd by theadt.”

Treditiondly, it has been conddered that therewere four dementswhich conditutetart.  Hrg, thetortfeesor should beat fault: i.e he
adted dther with intent ar negligently. Secondly, theact hasto beunlanful. - Thirdly, causdity should exist betwesn thetartuousact and theloss
Findly, lass should have bemn incurred. As a prindple, the burden of proof that the tortfessor acted negligently or with intent lies with the
plaintiff. Also, the plantiff bears the burden of prodf in demongrating the exigence of a caus rdaionship.  The soope of thelossto be
compensated has been discussed alat, and it ismodly understood asthe extent having ‘adequate! causdl rdationship (the dodrine of * adequete
caus rdationship), those which normdly reault fram a given tart, understood in rdation with the provison in the Genad Part of the Law of
Obligation(Art. 416 of the Civil Code) which dates

“Theobject of daimsfar damegesistherecovery of thel asswhich would normally arisefram the non-pafarmance of obligation.”

Apart from (i) tort liaality, the Law of Obligationsdso dedlswith adligationsarising fram (ji) contract, (jii) menegement of anathe’s
affarswithout mendate and (iv) unjust erichment. A patent infringement may aso be subject to the compensation under unjust enrichment
(Art.703 of the Civil Code).  In such casetheintant or negligence of theinfringer isnat required, though not a substantia difference because of
Art.103 of the Patent Law to be explaned bdow.  Also, the amount to be compenssted is bedcdly the same  However, the durdion of
presxiptionisdfferatt, that of tart liakility being threeyearsand thet of unjust enrichment baing ten years

32 Genera Agpectsof Japanese CourtsSysem

Japen hesathrestiered court system. Badcdly, two gppedsare dlowved agang the arigind judgment.  However, the possibility
of goped to the Supreme Court are limited under the present Cade of Civil Procedure (enacted in 1996), the sdle datutory ground for gpped
baing an aror of interpretation of the Condtitution or ather vidlation o the Conditution in the arigind judgment (Art. 312, paral of the CCP).
Also, asystem &kin to certiorari, in which the Supreme Court has disoretion to acogpt gppeds where the arigindl judgment wes counter tothe
precadants of the Supreme Courts o invalved other significant matters conoarning the interpretation of law (Art. 318, paral of the CCP).  In
ordinary dvil and arimind cases the caeisfirg hended by the district court.  There arefive kinds of courts the Supreme Court, high courts
(appdlate courts), district courts summary courts and family courts  Interestingly, the Japanese judidd system, arigindly modded after the
Continentd legd system, speadized courts have nat been introduced, and adminidrative cases are handed by ordinary courts (processad under
Adminigrative Case Litigation Law, gpplying mutatis mutandisthe CCP).

33 Prindplescof IPlawsuitsin Japan
(Damage Compensation)

If aninfringement of a pateant isfound the patentee can bring action for an injunction, compensatary damages and sesk messuresto
retore confidence

Asmentioned above, the magjar ground for damage compensation for petent infringement isthe provisanson tart liaklity in the Civil
Code Artide709 providesthat, aperson whointentiondly or negligantly vidaestherights of athers shdl belidde for theloss caused by the
ad. Thaeforeapaeates who shdl have an exdusveright to commeraidly work the petented invention (Art.68 of Patent Law), haveright to
be compensated for the lass caused by the vidaion of higher) patant, if the vidatar does such adion intetiondly or negligently.  And the
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Patent Law shiftsthe burden of proof tothe violaiar on non-exisence of negligence by presuming negligencefar an adt of infringement (Art.103
of Patent Law), to dleviate the difficulty of proving the exigence of negligence of the vidatar.  Patent infringement may aso be subject to
aimind pendty, andif thevidaion ispaticularly egregious or massve, thevidator can even beimprisoned for 5 years or fined up to 5 miillion
yen (36,496 Euros caadated by exchengerate of 137 yen far 1 Euro, and so farth), and 150,000,000 yen (1,094,891 Eurcs) for thelegd entity
(Arts196 and 201 of Patent Law).

AstheCivil Coderequires causd rdationship betwean the act and damege, the patentee shal prove the causal association betwean the
act of infringement and theloss of petentes sprdfit, which isanat o essy tak, Sncethepetentes sprofit may be affected by varicusather fadtors
Thisiswhy the Patent Law has prepared some provisonsto hdp the patentes, to caaulate and presumetheamount of damage (Art. 102 éc), to
be explained bd ow.

(Injunction)

Theground for theinjundion rdief is Art. 100 of the Patent Law which satesthat, apetentee may requireaperson whoisinfringing
o islikdy toinfringe the patent to discontinue or refrain from such infringemeant (paral). The petentee can dso concomitantly dameand the
destrudion of atides by which an act of infringement was committed (induding artid esmanufactured by an at of infringemeant in the caseof a
petented invention of a process of menufadure; the ssmein Art. 102(1)), theremova of the fadlities usad for the act of infringement, or ather
meeaLres necessary to prevant the infringement.  The exdusive lioensse which isregistered (sayou jisshiken, Art. 77 of Patent Law) hasthe
same right to demand for injunction under Art.100.  The system under the Utility Modd Law, the Desgn Law and the Tradamark Law is
esstidly thesame

(Defensd)

The nonrexdusive license by virtue of priar use (Art.79 of Patent Law), defense of invdidity (new Art.104ter of Paatt Law),
exhaudtion, implied license by the patenteeare common dfensecasus— Also, expaimentary use defense (Art.69, paral of Patant Law) may be
assatad if adequete

(Alleviation of Burden o Proof ontheAmount of Damages)

In petent infringement cases to prove the adt of infringement and the anount of causdl dameges are epeddly diffialt.  Sothe
curatt CCP (from 1998) imposes genead ddigation of documeant submisson on both parties whereoy each party is required to submit
documents unless the requested documents are pedificaly exempted in the Law (CCP Art.220, parad).  The document is exempted fram
submissoniif itindudesinformation "rdating totechnicd andtrade secrets’ o "which isto behddin confidence by an attorney a law or apatent
ataney" (CCPArts197, 220).

To fadlitate to prove petent infringement, the court may arder ather party, upon request of the ather party, to produce a document
nesded for theproof of infringement.  However, the party hd ding such adocument may refuseits submission if thereisaressonad e ground for
refusd (Patent Law, Art.105, paral), and in such cases the court may meke the party submit a document nesded for judging if thereisa
reesnadeground for rfusl.  (Before the lates amendment of 2004, no ane could reguest the disd osure of the dooument submitted for this
purpose  But nowthestuation haschanged.  Seeitem 2.1.7, in camera procedure, above)

If a patentee dl eges a pedific product or process as condituting an infringement, the cther party will haveto dsdaseits oan ads for
denid of theinfringement with repect to thedleged product o processunlessthereisareasonad eground for refusng to do so (Art.104his).

Asto proving the amount of dameages the profits gained by the infringer is presumed to be the dameges auffered by the patentee
(Art.102, para2), or the petentee may seek to recover a least the amount which shal be recaved for the working of the petented invention
(Art.102, parad).
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Asto the calaulaion of damages Art.102, paral of the Patent Law provides tha the patentee may request compensation for the
damages determined acoarding to thefdlowing eguiation:

Dameages= (number of infringing products sald) x
(unit profit that could have been earned by petented)

Unde this provigon, the patentee has only to prove the number of infringing produds sdld by the infringer and the unit profit.
Thaefare, the patentegs burden of proof is Sgnificantly lesssnad epedidly when the patented invention is warked by the patentee himsdif.
The burden of proof isimposed on the defendant for requesting any redudiion from the damages determined asabove. Thisisaimed thet the
burden of proof be equaly shared by theplaintiff and the defendant.

Under Art.105hs the court may gopoint an gppraise for evduding any mattersnecessary far e culation of thedamagesa therequest
of ether party.  Thepartieshaveto providenecessary information totheapprai .

In cassswhereinfringement isadknowledged but whereit is extremdy difficult to provetheamount of dameges the court may awerd
reesonakl e damages determined on the bed s of the hearingsand evidencesasawhale (Art.105ter).

Theseprovisonsfar dleviating the burden of proof havemaostly been sreamlined by Patent Law amendmentsof 1998,

Asexplaned above, there have d so been recant amendments to promote document produdion while prateding trade searets Once
aitidzed as demanding too much time and excessvdy narrow interpretation of patent daim and inaufficdent compensation far damages the
Stuation has changed quiteala.  Variousamendmentsin pegt ten years have been madeto the Patent Law to improvetheintdlectud property
pratedion.
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